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FED. TRADE COMM. V. KEPPEL & BRO., INC. 


FepERAL TrapE Commission v. R. F. Kepper & Bro., Inc. 
(54 S. Ct. 423) 


United States Supreme Court 
Argued January 11, 1934 
Decided February 5, 1934 


Unram ComMPETITION—FEpDERAL Trape ComMission Actr—DIsrriIBUTION OF 
Canby By Lor. 

The distribution by forty or more candy manufacturers of their 
product by lot, held in the interest of the public justifying an order of 
the Commission prohibiting the practice, inasmuch as it affected not 
only competing manufacturers but retailers and consumers. 

Unrarn Competirion—MeEtTHops or CoMPETITION—WHEN UNFaR. 

A method of competition which required competitors to adopt a 
similar method in order to avoid loss of business, held to be an unfair 
method of competition which the Federal Trade Commission may pro- 
hibit. 

Unram ComPpetirion—Finpinos or FEeperat Trape ComMIssIon. 

In passing on the question of what methods of competition are un- 
fair, the court, while its decision is final, will consider the findings of 
the Federal Trade Commission as of weight. 

Unrarr ComPeTItTION—GIvING oF Prizes witH Goons. 

The giving of prizes to buyers of respondent’s candy and the use 
of tickets whereon prices of some of the pieces were named, held to be 
unfair methods of competition which can be prohibited by the Federal 
Trade Commission. 


On writ of certiorari to the United States Circuit Court of Ap- 
peals for the Third Circuit to review an order of the Federal Trade 
Commission forbidding certain practices as unfair competition. 
Reversed. 


The Attorney General and Harold M. Stephens, Assistant At- 
torney General, of Washington, D. C., for petitioner. 
George E. Elliott, of Washington, D. C., for respondents. 


Mr. Justice Stone delivered the opinion of the court. 

This case comes here on certiorari, 290 U. S. , 54 S. Ct. 
62, 78 L. Ed. , to review a decree of the Court of Appeals for 
the Third Circuit, which set aside an order of the Federal Trade 
Commission forbidding certain trade practices of respondent as an 
unfair method of competition. 63 F. (2d) 81; section 5, Federal 
Trade Commission Act, 38 Stat. 717, 719 (15 U.S. C. A. § 45). 
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The Commission found that respondent, one of numerous candy 
manufacturers similarly engaged, manufactures, sells, and dis- 
tributes, in interstate commerce, package assortments of candies 
known to the trade as “break and take” packages, in competition 
with manufacturers of assortments known as “straight goods” pack- 
ages. Both types are assortments of candies in packages in con- 
venient arrangement for sale by the piece at a small price in re- 
tail stores in what is known as the penny candy trade. The break 
and take assortments are so arranged and offered for sale to con- 
sumers as to avail of the element of chance as an inducement to 
the retail purchasers. One assortment, consisting of 120 pieces 
retailing at one cent each, includes four pieces, each having con- 
cealed within its wrapper a single cent, so that the purchasers of 
those particular pieces of candy receive back the amount of the 
purchase price and thus obtain the candy without cost. Another 
contains sixty pieces of candy, each having its retail price marked 
on a slip of paper concealed within its wrapper; ten pieces retail 
at one cent each, ten at two cents, and forty at three cents. The 
price paid for each piece is that named on the price ticket, ascer- 
tained only after the purchaser has selected the candy and the 
wrapper has been removed. A third assortment consists of 200 
pieces of candy, a few of which have concealed centers of different 
colors, the remainder having white centers. The purchasers of the 
candy found to have colored centers are given prizes, packed with 
the candy, consisting of other pieces of candy or a package con- 
taining lead pencils, penholder and ruler. Each assortment is 
accompanied by a display card, attractive to children, prepared 
by respondent for exhibition and use by the dealer in selling the 
candy, explaining the plan by which either the price or the amount 
of candy or other merchandise which the purchaser receives is 
affected by chance. The pieces of candy in the break and take 
packages are either smaller than those of the competing straight 
goods packages, which are sold at a comparable price without the 
aid of any chance feature, or they are of inferior quality. Much 
of the candy assembled in the break and take packages is sold by 
retailers, located in the vicinity of schools, to school children. 
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The Commission found that the use of the break and take pack- 
age in the retail trade involves the sale or distribution of the candy 
by lot or chance; that it is a lottery or gambling device which 
encourages gambling among children; that children, enticed by the 
element of chance, purchase candy so sold in preference to straight 
goods candy; and that the competition between the two types of 
package results in a substantial diversion of trade from the manu- 
facturers of the straight goods package to those distributing the 
break and take type. It found further that in some states lotteries 
and gaming devices are penal offenses; that the sale or distribution 
of candy by lot or chance is against public policy; that many manu- 
facturers of competing candies refuse to engage in the distribution 
of the break and take type of package because they regard it as a 
reprehensible encouragement of gambling among children; and 
that such manufacturers are placed at a disadvantage in competi- 
tion. The evidence shows that others have reluctantly yielded to 
the practice in order to avoid loss of trade to their competitors. 

The court below held, as the respondent argues here, that 
respondent’s practice does not hinder competition or injure its com- 
petitors, since they are free to resort to the same sales method; that 
the practice does not tend to create a monopoly or involve any 
deception to consumers or the public, and hence is not an unfair 
method of competition within the meaning of the statute. 

Upon the record it is not open to question that the practice 
complained of is a method of competition in interstate commerce 
and that it is successful in diverting trade from competitors who 
do not employ it. If the practice is unfair within the meaning of 
the act, it is equally clear that the present proceeding, aimed at 
suppressing it, is brought, as section 5 of the act requires, “in the 
interest of the public.” The practice is carried on by forty or 
more manufacturers. ‘The disposition of a large number of com- 
plaints pending before the Commission, similar to that in the pres- 
ent case, awaits the outcome of this suit. Sales of the break and 
take package by respondent aggregate about $234,000 per year. 
The proceeding involves more than a mere private controversy. 


A practice so generally adopted by manufacturers necessarily 
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affects not only competing manufacturers but the far greater num- 
ber of retailers to whom they sell, and the consumers to whom the 
retailers sell. Thus the effects of the device are felt throughout 
the penny candy industry. A practice so widespread and so far 
reaching in its consequences is of public concern if in other respects 
within the purview of the statute. Federal Trade Commission v. 
Royal Milling Co., 288 U. S. 212, 216, 53 S. Ct. 3385, 77 L. Ed. 
706. Compare Federal Trade Commission v. Klesner, 280 U. S. 19, 
28, 50 S. Ct. 1, 74 L. Ed. 138, 68 A. L. R. 838 [19 T.-M. Rep. 
483]. Hence we pass without further discussion to the decisive 
question whether the practice itself is one over which the Com- 
mission is’ given jurisdiction because it is unfair. 

Although the method of competition adopted by respondent in- 
duces children, too young to be capable of exercising an intelligent 
judgment of the transaction, to purchase an article less desirable 
in point of quality or quantity than that offered at a comparable 
price in the straight goods package, we may take it that it does 
not involve any fraud or deception. It would seem also that com- 
peting manufacturers can adopt the break and take device at any 
time and thus maintain their competitive position. From these 
premises respondent argues that the practice is beyond the reach 
of the Commission because it does not fall within any of the classes 
which this court has held subject to the Commission’s prohibition. 
See Federal Trade Commission v. Gratz, 253 U. S. 421, 427, 40 
S. Ct. 572, 64 L. Ed. 993 [10 T.-M. Rep. 295]; Federal Trade 
Commission v. Beech Nut Packing Co., 257 U. S. 441, 453, 42 
S. Ct. 150, 66 L. Ed. 307, 19 A. L. R. 882 [10 T.-M. Rep. 317]; 
Federal Trade Commission v. Raladam Co., 283 U. S. 643, 652, 
51 S. Ct. 587, 75 L. Ed. 1324, 79 A. L. R. 1191 [21 T.-M. Rep. 
575]; Federal Trade Commission v. Royal Milling Co., supra, 288 
U. S. at page 217, 53 S. Ct. 335, 77 L. Ed. 706. But we cannot 
say that the Commission’s jurisdiction extends only to those types 
of practices which happen to have been litigated before this court. 

Neither the language nor the history of the act suggests that 
Congress intended to confine the forbidden methods to fixed and 
unyielding categories. The common law afforded a definition of 
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unfair competition and, before the enactment of the Federal Trade 
Commission Act, the Sherman Anti-Trust Act (15 U. S. C. A,, 
§§ 1-7, 15 note) had laid its inhibition upon combinations to restrain 
or monopolize interstate commerce which the courts had construed 
to include restraints upon competition in interstate commerce. It 
would not have been a difficult feat of draftsmanship to have 
restricted the operation of the Trade Commission Act to those 
methods of competition in interstate commerce which are forbidden 
at common law or which are likely to grow into violations of the 
Sherman Act, if that had been the purpose of the legislation. 

The act undoubtedly was aimed at all the familiar methods of 
law violation which prosecutions under the Sherman Act had dis- 
closed. See Federal Trade Commission v. Raladam, supra, 283 
U. S. 649, 650, 51 S. Ct. 587, 75 L. Ed. 1324, 79 A. L. R. 1191. 
But as this court has pointed out, it also had a broader purpose, 
Federal Trade Commission v. Winsted Hosiery Co., 258 U. S. 483, 
493, 42 S. Ct. 384, 66 L. Ed. 729 [11 T.-M. Rep. 277]; Federal 
Trade Commission v. Raladam Company, supra, 283 U. S. 648, 
51 S. Ct. 587, 75 L. Ed. 1324, 79 A. L. R. 1191. As proposed by 
the Senate Committee on Interstate Commerce and as introduced in 
the Senate, the bill which ultimately became the Federal Trade 
Commission Act declared “unfair competition” to be unlawful.’ 


*The Senate Committee on Interstate Commerce, in recommending the 
bill in its original form, seems to have adopted the phrase “unfair com- 
petition” with the deliberate purpose of giving to the Commission some 
latitude for dealing with new and varied forms of unfair trade practices. 
The Committee said in its report of June 13, 1914, Senate Report 
No. 597, 63rd Cong., Second Session, page 13: 

“The committee gave careful consideration to the question as to whether 
it would attempt to define the many and variable unfair practices which 
prevail in commerce and to forbid their continuance or whether it would, 
by a general declaration condemning unfair practices, leave it to the com- 
mission to determine what practices were unfair. It concluded that the 
latter course would be the better, for the reason, as stated by one of the 
representatives of the Illinois Manufacturers’ Association, that there were 
too many unfair practices to define, and after writing twenty of them 
into the law it would be quite possible to invent others. . . . 

“It is believed that the term ‘unfair competition’ has a legal significance 
which can be enforced by the commission and the courts, and that it is 
no more difficult to determine what is unfair competition than it is to 
determine what is a reasonable rate or what is an unjust discrimination. 
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But it was because the meaning which the common law had given 
to those words was deemed too narrow that the broader and more 
flexible phrase “unfair methods of competition” was substituted.’ 
Congress, in defining the powers of the Commission, thus advisedly 
adopted a phrase which, as this court has said, does not “admit 
of precise definition, but the meaning and application of which 
must be arrived at by what this court elsewhere has called ‘the 
gradual process of judicial inclusion and exclusion.’” Federal 
Trade Commission v. Raladam Company, supra, 283 U. S. 648, 


The committee was of the opinion that it would be better to put in a gen- 
eral provision condemning unfair competition than to attempt to define the 
numerous unfair practices, such as local price cutting, interlocking direc- 
torates, and holding companies intended to restrain substantial competi- 
tion.” 

Senator Newlands, in introducing the bill for the Committee, emphasized 
this feature. In answering the criticism that the phrase “unfair competi- 
tion” lacked definition he said, 51 Cong. Record, 11084: 

“Our answer to this is that it would be utterly impossible for Congress 
to define the numerous practices which constitute unfair competition and 
which are against good morals in trade, for we are beginning to realize that 
there is a standard of morals in trade or that there ought to be. Germany 
does not hesitate by law to condemn practices in business that are contra 
bonos mores. It leaves their tribunals to determine what practices are 
against good morals. . . . 

“It is the illusive character of the trade practice that makes it though 
condemned today appear in some other form tomorrow. If we should 
attempt to define all the trade practices that can be devised, that would 
create dishonest advantage in competition, we would undertake a hopeless 
task.” 

* The phrase “unfair methods of competition” was substituted for “un- 
fair competition” in the Conference Committee. This change seems first 
to have been suggested by Senator Hollis in debate on the floor of the 
Senate in response to the suggestion that the words “unfair competition” 
might be construed as restricted to those forms of unfair competition con- 
demned by the common law. 51 Cong. Record 12145. The House Man- 
agers of the conference committee, in reporting this change said, House 
Report No. 1142, 63rd Congress, 2nd Sess., September 4, 1914, at page 19: 
“It is impossible to frame definitions which embrace all unfair practices. 
There is no limit to human inventiveness in this field. Even if all known 
unfair practices were specifically defined and prohibited, it would be at 
once necessary to begin over again. If Congress were to adopt the method 
of definition, it would undertake an endless task. It is also practically 
impossible to define unfair practices so that the definition will fit business 
of every sort in every part of this country. Whether competition is unfair 
or not generally depends upon the surrounding circumstances of the par- 
ticular case. What is harmful under certain circumstances may be bene- 
ficial under different circumstances.” 
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51 S. Ct. 587, 590, 75 L. Ed. 1324, 79 A. L. R. 1191; compare 
Davidson v. New Orleans, 96 U. S. 97, 104, 24 L. Ed. 616.° 

The argument that a method used by one competitor is not un- 
fair if others may adopt it without any restriction of competition 
between them was rejected by this court in Federal Trade Commis- 
sion v. Winsted Hosiery Co., supra; compare Federal Trade Com- 
mission v. Algoma Lumber Co., 290 U. S. » 54 S. Ct. 815, 
78 L. Ed. . There it was specifically held that a trader may 
not, by pursuing a dishonest practice, force his competitors to 
choose between its adoption or the loss of their trade. A method 
of competition which casts upon one’s competitors the burden of 
the loss of business unless they will descend to a practice which 
they are under a powerful moral compulsion not to adopt, even 
though it is not criminal, was thought to involve the kind of unfair- 
ness at which the statute was aimed. 

The practice in this case presents the same dilemma to com- 
petitors, and we can perceive no reason for distinguishing between 
the element of chance as employed here and the element of decep- 
tion involved in labelling cotton goods “Natural Wool,” as in the 
Winsted case. It is true that the statute does not authorize regula- 
tion which has no purpose other than that of relieving merchants 
from troublesome competition or of censoring the morals of busi- 
ness men. But here the competitive method is shown to exploit 
consumers, children, who are unable to protect themselves. It em- 
ploys a device whereby the amount of the return they receive from 
the expenditure of money is made to depend upon chance. Such 
devices have met with condemnation throughout the community. 
Without inquiring whether, as respondent contends, the criminal 
statutes imposing penalties on gambling, lotteries and the like, fail 
to reach this particular practice in most or any of the states, it is 
clear that the practice is of the sort which the common law and 
criminal statutes have long deemed contrary to public policy. For 


* References showing the details of the legislative history of the act 
may be found in Handler, The Jurisdiction of the Federal Trade Com- 
mission Over False Advertising, 31 Columbia Law Review, 527; Montague, 
Unfair Methods of Competition, 25 Yale Law Journal, 20; Henderson, 
The Federal Trade Commission, c. I. 
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these reasons a large share of the industry holds out against the 
device, despite ensuing loss in trade, or bows reluctantly to what it 
brands unscrupulous. It would seem a gross perversion of the 
normal meaning of the word, which is the first criterion of statutory 
construction, to hold that the method is not “unfair.” See Federal 
Trade Commission v. Royal Milling Co., supra, 288 U. S. at page 
217, 53 S. Ct. 385, 77 L. Ed. 706; Federal Trade Commission v. 
Algoma Lumber Co., supra, 290 U. S. , 54 S. Ct. 315, 78 
L. Ed. . 

While this court has declared that it is for the courts to deter- 
mine what practices or methods of competition are to be deemed 
unfair, Federal Trade Commission v. Gratz, supra, in passing on 
that question the determination of the Commission is of weight. 
It was created with the avowed purpose of lodging the administra- 
tive functions committed to it in “a body specially competent to 
deal with them by reason of information, experience and careful 
study of the business and economic conditions of the industry 
affected,’ and it was organized in such a manner, with respect to 
the length and expiration of the terms of office of its members, as 
would “give to them an opportunity to acquire the expertness in 
dealing with these special questions concerning industry that comes 
from experience.” Report of Senate Committee on Interstate 
Commerce, No. 597, June 13, 1914, 63rd Cong., 2nd Sess., pp. 9, 11. 
See Federal Trade Commission v. Beech-Nut Packing Co., supra, 
257 U. S. 441, at page 458, 42 S. Ct. 150, 66 L. Ed. 307, 19 
A. L. R. 882; compare Illinois Central R. R. v. Interstate Com- 
merce Commission, 206 U. S. 441, 454, 27 S. Ct. 700, 51 L. Ed. 
1128. If the point were more doubtful than we think it, we should 
hesitate to reject the conclusion of the Commission, based as it is 


upon clear, specific and comprehensive findings supported by evi- 
dence. 








We hold that the Commission correctly concluded that the 
practice was an unfair method of competition within the meaning 
of the statute. It is unnecessary to attempt a comprehensive defini- 
tion of the unfair methods which are banned, even if it were possible 
to do so. We do not intimate either that the statute does not au- 
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thorize the prohibition of other and hitherto unknown methods of 
competition or, on the other hand, that the Commission may pro- 
hibit every unethical competitive practice regardless of its particu- 
lar character or consequences. New or different practices must 
be considered as they arise in the light of the circumstances in 
which they are employed. 

Reversed. 


BeNnJAMIN GorpDon, doing business as BeENGor Propucts Co. and 
WATERMAN Butane Co. v. L. E. Waterman Company 


United States Circuit Court of Appeals, Second Circuit 


July 16, 1934 


TrapE-Marxs—Scope as To Goons. 

A trade-mark protects the owner against not only its use upon the 
articles to which he has applied it, but to such others as may naturally 
be supposed to come from him. 

TrapE-Mark INFRINGEMENT AND Unrairn ComMPetITrIoN—SvuiTs—J URISDICTION 
—Patent Orrice CLAssIFICATION. 

Where the parties to a suit for trade-mark infringement of a 
registered trade-mark were citizens of the same state, defendant’s con- 
tention that the suit should be applied only to those goods for which 
registration had been granted in the United States Patent Office, held 
irrelevant, inasmuch as the classification of goods in the Patent Office 
has nothing to do with the question of infringement. 

TrapE-Marks—INFRINGEMENT—“WATERMAN” ON Razor Biapes—APPreat— 
AFFIRMAL. 

After appellee had for more than fifty years made a continuous use 
of the name “Waterman” on fountain pens and other writing acces- 
sories, the use by defendant of the name “Waterman” as a trade-mark 
for razor blades, held infringement; and the judgment of the District 
Court enjoining such use was affirmed. 


In equity. Appeal by the defendant from an interlocutory 
decree of the United States District Court, Southern District of 
New York, enjoining him pendente lite from selling razor blades 
under the name “Waterman.” Affirmed. For decision below, see 
post, p. 347. 


John L. Lotsch, of New York City, for appellant. 
William F. Wilder, of New York City, for appellee. 
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L. Hanp, C. J.: This is an appeal from an injunction pendente 
lite enjoining the defendant from using the word, “Waterman,” 
upon razor blades. The bill and affidavits showed without con- 
tradiction the following facts: The plaintiff is, and for fifty 
years has been, a manufacturer of fountain pens and other similar 
articles, upon which it has continuously used the name, “Water- 
man’s.” On October 21, 1930, it registered the name as a trade- 
mark for fountain pens, mechanical pencils and similar writing 
instruments; it has never manufactured razor blades. The de- 
fendant is engaged in selling drugs, face powder, perfumes, cos- | 
metics, hair tonics and other similar articles, to which he has re- 
cently added razor blades sold under the name, “Waterman,” which 
he offers no excuse for pirating. The plaintiff alleged that he was 
acting in conjunction with one F. A. Waterman, of Oakland, Calif., 
who was selling as one bargain, a fountain pen and a package of 
razor blades, under the name, “Waterman”; but this the defendant 
denied, and the judge for this reason refused to consider this fea- 
ture of the charge. The plaintiff is a corporation organized in New 
York, and the defendant is a citizen of New York; the jurisdiction 
of the district court, therefore, depended upon the registration 
of the mark. 

It is now well settled in this country that a trade-mark protects 
the owner against not only its use upon the articles to which he 
has applied it, but upon such other goods as might naturally be 
supposed to come from him. Aunt Jemima Mills Co. v. Rigney, 
247 Fed. Rep. 407 (C. C. A. 2) [8 T.-M. Rep. 163]; Akron-Over- 
land Co. v. Willys-Overland Co., 273 Fed. Rep. 674 (C. C. A. 3) 
[11 T.-M. Rep. 281]; Vogue Co. v. Thompson-Hudson, 300 Fed. 
Rep. 509 (C. C. A. 6) [15 T.-M. Rep. 1]; Wall v. Rolls Royce, 
4 Fed. (2d) 333 (C. C. A. 3) [15 T.-M. Rep. 239]; Yale Electric 
Corporation v. Robertson, 26 Fed. (2d) 972 [18 T.-M. Rep. 321]; 
Duro Co. v. Duro Co., 27 Fed. (2d) 339 (C. C. A. 3) [22 T.-M. 
Rep. 83]. There is indeed a limit; the goods on which the sup- 
posed infringer puts the mark may be too remote from any that 
the owner would be likely to make or sell. It would be hard, for 
example, for the seller of a steam shovel to find ground for com- 
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plaint in the use of his trade-mark on a lipstick. But no such 
difficulty arises here; razor blades are sold very generally by others 
than razor blade makers, and might well be added to the repertory 
of a pen maker. Certainly, when the infringement is so wanton, 
there is no reason to look nicely at the plaintiff’s proofs in this 
regard. On the merits there can, therefore, be no question that 
the judge was right. 

In point of jurisdiction we might find difficulty, were it not for 
the recent decision of the Supreme Court in Hurn v. Oursler, 289 
U. S. 238 [23 T.-M. Rep. 267]. Two circuits have held that the 
district court has no jurisdiction over a cause based only upon 
registry of the mark, if the infringer uses it upon goods of another 
class than that for which it was registered in the Patent Office. 
Atlas Mfg. Co. v. Street § Smith, 204 Fed. Rep. 398, 402 (C. C. 
A. 8) [3 T.-M. Rep. 259]; Rosenberg v. Elliott, 7 Fed. (2d) 962 
(C. C. A. 3) [15 T.-M. Rep. 479]; Beech-Nut Packing Co. v. 
Lorillard Co., 7 Fed. (2d) 967 (C. C. A. 3) [16 T.-M. Rep. 158]. 
It may be that this is no more than to say that if the putative 
infringement only concerns goods whose provenience cannot pos- 
sibly be attributed to the owner, there is no cause of suit. Layton 
Pure Food Co. v. Church & Dwight Co., 182 Fed. Rep. 35 (C. C. 
A. 8), was apparently such a case. But if it means to go further 
and say that, although the user would infringe the mark at common 
law, it is an infringement over which the district court has juris- 
diction only in case the infringing goods are in the same Patent 
Office class as those for which the mark is registered, it seems to 
us extremely questionable, to say the least. Registry does not 
create the cause of suit; it merely gives jurisdiction to the district 
court, and certain procedural advantages. ‘The theory on which 
the wrong has been extended to include the use of the mark on the 
goods never made or sold by the owner, is that, though the in- 
fringer’s use cannot at the moment take away his customers, it may 
indirectly do so by tarnishing his reputation, or it may prevent him 
from extending his trade to the goods on which the infringer is 
using the mark. That would seem as much a violation of the inter- 
est which the mark serves to protect, as though it was used upon 
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L. Hann, C. J.: This is an appeal from an injunction pendente 
lite enjoining the defendant from using the word, “Waterman,” 
upon razor blades. The bill and affidavits showed without con- 
tradiction the following facts: The plaintiff is, and for fifty 
years has been, a manufacturer of fountain pens and other similar 
articles, upon which it has continuously used the name, “Water- 
man’s.” On October 21, 1930, it registered the name as a trade- 
mark for fountain pens, mechanical pencils and similar writing 
instruments; it has never manufactured razor blades. The de- 
fendant is engaged in selling drugs, face powder, perfumes, cos- 
metics, hair tonics and other similar articles, to which he has re- 
cently added razor blades sold under the name, “Waterman,” which 
he offers no excuse for pirating. The plaintiff alleged that he was 
acting in conjunction with one F. A. Waterman, of Oakland, Calif., 
who was selling as one bargain, a fountain pen and a package of 
razor blades, under the name, ““Waterman’”’; but this the defendant 
denied, and the judge for this reason refused to consider this fea- 
ture of the charge. The plaintiff is a corporation organized in New 
York, and the defendant is a citizen of New York; the jurisdiction 
of the district court, therefore, depended upon the registration 
of the mark. . 

It is now well settled in this country that a trade-mark protects 
the owner against not only its use upon the articles to which he 
has applied it, but upon such other goods as might naturally be 
supposed to come from him. Aunt Jemima Mills Co. v. Rigney, 
247 Fed. Rep. 407 (C. C. A. 2) [8 T.-M. Rep. 163]; Akron-Over- 
land Co. v. Willys-Overland Co., 273 Fed. Rep. 674 (C. C. A. 3) 
[11 T.-M. Rep. 281]; Vogue Co. v. Thompson-Hudson, 300 Fed. 
Rep. 509 (C. C. A. 6) [15 T.-M. Rep. 1]; Wall v. Rolls Royce, 
4 Fed. (2d) 333 (C. C. A. 3) [15 T.-M. Rep. 239]; Yale Electric 
Corporation v. Robertson, 26 Fed. (2d) 972 [18 T.-M. Rep. 321]; 
Duro Co. v. Duro Co., 27 Fed. (2d) 339 (C. C. A. 3) [22 T.-M. 
Rep. 83]. There is indeed a limit; the goods on which the sup- 
posed infringer puts the mark may be too remote from any that 
the owner would be likely to make or sell. It would be hard, for 
example, for the seller of a steam shovel to find ground for com- 
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plaint in the use of his trade-mark on a lipstick. But no such 
difficulty arises here; razor blades are sold very generally by others 
than razor blade makers, and might well be added to the repertory 
of a pen maker. Certainly, when the infringement is so wanton, 
there is no reason to look nicely at the plaintiff’s proofs in this 
regard. On the merits there can, therefore, be no question that 
the judge was right. 

In point of jurisdiction we might find difficulty, were it not for 
the recent decision of the Supreme Court in Hurn v. Oursler, 289 
U. S. 288 [23 T.-M. Rep. 267]. Two circuits have held that the 
district court has no jurisdiction over a cause based only upon 
registry of the mark, if the infringer uses it upon goods of another 
class than that for which it was registered in the Patent Office. 
Atlas Mfg. Co. v. Street §& Smith, 204 Fed. Rep. 398, 402 (C. C. 
A. 8) [3 T.-M. Rep. 259]; Rosenberg v. Elliott, 7 Fed. (2d) 962 
(C. C. A. 3) [15 T.-M. Rep. 479]; Beech-Nut Packing Co. v. 
Lorillard Co., 7 Fed. (2d) 967 (C. C. A. 3) [16 T.-M. Rep. 158]. 
It may be that this is no more than to say that if the putative 
infringement only concerns goods whose provenience cannot pos- 
sibly be attributed to the owner, there is no cause of suit. Layton 
Pure Food Co. v. Church & Dwight Co., 182 Fed. Rep. 35 (C. C. 
A. 8), was apparently such a case. But if it means to go further 
and say that, although the user would infringe the mark at common 
law, it is an infringement over which the district court has juris- 
diction only in case the infringing goods are in the same Patent 
Office class as those for which the mark is registered, it seems to 
us extremely questionable, to say the least. Registry does not 
create the cause of suit; it merely gives jurisdiction to the district 
court, and certain procedural advantages. ‘The theory on which 
the wrong has been extended to include the use of the mark on the 
goods never made or sold by the owner, is that, though the in- 


fringer’s use cannot at the moment take away his customers, it may 


indirectly do so by tarnishing his reputation, or it may prevent him 
from extending his trade to the goods on which the infringer is 
using the mark. That would seem as much a violation of the inter- 
est which the mark serves to protect, as though it was used upon 
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the same kind of goods as the owner sells. That interest is that 
he shall be secure in the meaning of the mark to those who wish to 
deal with him. It is hard to see why the classes defined in the 
Patent Office have anything to do with that. But assuming that 
such is the law, still it appears to us that under Hurn v. Oursler, 
supra, we need not dismiss the suit. 

In that case the plaintiff had joined a suit for infringement 
of the statutory copyright of a play with a suit for unfair use of 
the play. Later by amendment he added a cause of suit for violat- 
ing his literary property in the play. The acts constituting the 
wrong were in all cases the same and on the merits he had no case. 
The court dismissed the cause of suit on the literary property for 
lack of jurisdiction, both parties being of the same state, but dis- 
missed the bill on the merits, not only on the cause of suit on the 
statutory copyright but on the common-law suit for unfair com- 
petition. The result would have been otherwise had the suit on 
the statutory copyright been too unsubstantial to invoke any initial 
federal jurisdiction. Since it was not, the suit for unfair use of 
the play was not a new “cause of action,’ but a separate “ground” 
of the statutory “cause of action,’ which carried it along. We 
understand that Leschen Rope Co. v. Broderick Co., 201 U. S. 166, 
and Elgin Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 
are overruled, at least in their ratio decidendi; and we should sup- 
pose that the same must be true also of Stark Bros. Co. v. Stark, 
255 U. S. 50 [11 T.-M. Rep. 275]. In the case at bar it is only 
necessary that we should hold that the cause of suit upon the 
registered trade-mark was substantial enough to support the juris- 
diction of the district court. If it was, Hurn v. Oursler, supra, 
rules. We think that it was substantial enough; indeed, were the 
matter res nova, we should hold that the classification of the Patent 
Office had nothing to do with a cause of suit for violation of the 
mark; that it was adopted only for convenience in administration. 

Decree affirmed. 
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L. E. Waterman Company v. Bensamin Gorpon, doing business 
as Bencor Propucts Company and WATERMAN 
Biape CoMPANyY 


United States District Court, Southern District of New York 


June 1, 1934 


Unrain ComMPeTITION—‘*WATERMAN’S” AND “WaTERMAN’s New Dea” on 
Razor Buiapes. 

It is now the generally recognized rule that a trade-mark used on 
one article cannot be appropriated by a stranger for use on another 
kind of article when there is likelihood that the public will be deceived 
into believing that the new article is the product of the established 
proprietor of the trade-mark. Therefore, the use by defendant on his 
razor blades of the word “Waterman” and the phrase “Waterman’s 
New Deal,” held unfair competition, particularly as defendant adver- 
tised to give with his blades a fountain pen which the public was 
induced to believe was of plaintiff’s manufacture. 

Unram Competrrion—Trave-Mark INFRINGEMENT—SUITS—J URISDICTION. 

Where the parties in a suit for unfair competition are located in 
the same state and an action for infringement of a registered trade- 
mark is joined, the court has jurisdiction to entertain the entire case. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Judgment for plaintiff. 


Clifford, Scull & Burgess (George F. Scull and William F. 
Wilder, of counsel), all of New York City, for plaintiff. 
Schechter, Lotsch §& Sulzberger (John L. Lotsch, of counsel), 

all of New York City, for defendant. 


Patterson, D. J.: The plaintiff has moved for a preliminary 
injunction in a suit based on infringement of trade-mark and unfair 
competition. 


The bill shows that the plaintiff or predecessors have been 
engaged in the business of selling fountain pens since 1883, under 
the registered trade-mark “Waterman’s,” the goods being known 
throughout the world as the plaintiff’s manufacture and being 
renowned for their good quality. The defendant, whose name is 
Gordon, does a business in razor blades which he calls Waterman 
blades. He styles himself the Waterman Blade Company. It is 
alleged that the public is misled into the belief that the blades are 
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products of the plaintiff’s manufacture. It is further alleged that 
the defendant or his agents have sold these Waterman blades by 
advertising that fountain pens will be given away free to pur- 
chasers of blades, and that the public is induced to believe that 
the pens so given away are the plaintiff's pens, whereas in fact 
they are altogether inferior. Relief by way of injunction is asked 
on the grounds of infringement of trade-mark and unfair competi- 
tion. 

The plaintiff's moving papers give the details of one of the 
methods employed in selling the Waterman blades. In many 
cities, newspapers and handbills carry advertisements of “Water- 
man’s New Deal” (an obvious adaptation of ““Waterman’s Ideal’), 
to the effect that a $2.50 fountain pen will be given “absolutely 
free’’ with each purchase of a 49-cent package of Waterman 
blades, and that the pen is a “regular” one and guaranteed by one 
F. A. Waterman. In some instances those responsible for this 
“free offer” have been so bold as to display the pens in boxes bear- 
ing the plaintiff's name and of the kind ordinarily used by the 
plaintiff in selling its pens. The pens thus used as bait to sell 
the blades are, of course, not those of the plaintiff’s make, but are 
practically worthless. The F. A. Waterman, who is advertised as 
sponsoring the scheme, is a mythical person. Those operating it 
make arrangements for space with the druggists in different cities 
and are “here today and gone tomorrow.” It is abundantly shown 
that many persons have received the impression that it is the plain- 
tiff that is making the “free offer,” in an effort to introduce the 
Waterman blades. 

The defendant in his answering affidavit denies any connection 
with or knowledge of this “free offer’’ plan that is being worked in 
the sale of the Waterman blades, and there is no proof to the con- 
trary. The defendant also insists that the word “Waterman” on 
razor blades does not infringe the plaintiff's trade-mark on foun- 
tain pens, and that he has not traded on the plaintiff's good-will 
in any way. There is no one by the name of Waterman with the 
defendant, however, and no reason for the choice of that name by 
the defendant is suggested by him. 
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At the outset the defendant challenges the jurisdiction of the 
federal court to entertain the suit, to the extent that it is based on 
unfair competition. There is no diversity of citizenship, since both 
parties are residents of New York, and a suit for unfair competi- 
tion alone would not lie in this court. But there is jurisdiction to 
hear the case as one involving infringement of a registered trade- 
mark (Trade-Mark Act, section 17; 15 U. S. C. A., section 97), 
and where suit is brought to obtain relief against infringement of 
trade-mark and unfair competition, arising from the same acts and 
framed as one cause of action, the federal ground carries the non- 
federal ground along with it and there is jurisdiction to entertain 
the entire case. Hurn v. Oursler, 289 U. S. 238 [28 T.-M. Rep. 
267]. The bill here is like that in the Hurn case. Infringement 
of trade-mark and unfair competition are simply “different grounds 
asserted in support of the same cause of action.” There is then 
jurisdiction over the whole case—the feature of unfair competition 
as well as the feature of infringement. 

The defendant’s other point is that both infringement of trade- 
mark and unfair competition are negatived by the fact that the 
products involved—fountain pens and razor blades—are not goods 
in the same class and are not in competition. There was a time 
when such an argument would have furnished a crushing answer. 
But more recently it has been recognized that concerns with valu- 
able trade-marks and valuable good-will are entitled to protection 
of a broader sort. When others borrow the trade-mark for articles 
of another kind, the impression is frequently spread that these 
articles also are the product of the proprietor of the trade-mark. It 
is supposed by many that the old concern has gone into a new field. 
To create that impression is, of course, the hope and purpose of 
the newcomer. The result is that by deception he gets an advan- 
tage which he has not earned, while the proprietor is put to the 
hazard of losing his reputation in case the articles or business 
methods of the other damage the value of his trade-mark. It is now 
the generally (though not universally) recognized rule that a trade- 
mark used on one article cannot be appropriated by a stranger for 
use on another kind of article in any case where there is likelihood 
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that the purchasing public will be deceived into believing that the 
new article is the product of the established proprietor of the trade- 
mark. Aunt Jemima Mills Co. v. Rigney & Co., 247 Fed. 407 
(C. C. A. 2) [6 T.-M. Rep. 469]; Akron-Overland Tire Co. v. 
Willys-Overland Co., 273 Fed. 674 (C. C. A. 3) [11 T.-M. Rep. 
28]; Ruppert v. Knickerbocker Food Specialty Co., 295 Fed. 381 
(D. C. N. Y.) [14 T.-M. Rep. 339]; Vogue Co. v. Thompson- 
Hudson Co., 300 Fed. 509 (C. C. A. 6) [13 T.-M. Rep. 349]; 
Wall v. Rolls-Royce, 4 Fed. (2d) 333 (C. C. A. 3) [15 T.-M. Rep. 
239]; Vick Chemical Co. v. Vick Medicine Co., 8 Fed. (2d) 49 
(D. C. Ga.) [16 T.-M. Rep. 67]; Rogers v. Majestic Products 
Corporation, 23 Fed. (2d) 219 (D. C. Del.) [18 T.-M. Rep. 146]; 
Yale Electric Corporation v. Robertson, 26 Fed. (2d) 972 (C. C. 
A. 2) [18 T.-M. Rep. 321]; Duro Co. v. Duro Co., 27 Fed. (2d) 
339 (C. C. A. 3) [22 T.-M. Rep. 83]. While the Trade-Mark 
Act limits the protection of the trade-mark to “merchandise of 
the same descriptive properties,’ these words have a meaning 
akin to “‘goods of the same class,” used in the same section (sec- 
tion 5; 15 U. S. C. A., section 85); and it is well understood that 
the controlling consideration is whether confusion will result. If 
it will, the two kinds of goods are of the same class. Yale Elec- 
tric Corporation v. Robertson, supra; B. F. Goodrich Co. v. Rock- 
meyer, 40 Fed. (2d) 99 (Ct. Customs & Pat. Apps.) [18 T.-M. | 
Rep. 190-194]. 

Here the plaintiff's trade-mark is the name Waterman on foun- 
tain pens. The disparity between pens and razor blades is no 
greater than that between automobiles and radio tubes (Wall v. 
Rolls-Royce, supra [15 T.-M. Rep. 239]), or that between locks 
and flashlights (Yale Electric Corporation v. Robertson, supra). 
Fountain pens and razor blades are both sold in drug stores. The 
defendant is not Waterman and has no connection with the name. 
He took it for his blades wholly gratuitously and in the evident 
hope that sales might drift his way because of the high esteem in 
which the plaintiff's pens are held. And whether or not he is 
personally responsible for the shabby fraud being perpetuated 
in the “free offer” of a pen with a package of Waterman blades, 
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the fact remains that unscrupulous dealers are victimizing the 
public by working up a false relationship between Waterman pens 
and Waterman blades, to the defendant’s profit and the plaintiff's 
damage. There is a palming off of the blades as if made by the 
plaintiff, as well as a palming off of worthless pens as those made 
by the plaintiff. This double-barrelled fraud is facilitated by the 
initial fraud of the defendant in calling his blades the Waterman 
blades. 

The defendant finally says in justification that other blades 
are being sold under other well-known marks by persons not con- 
nected with the owners of those marks. This is merely a statement 
that he is not the only offender. 

Infringement of trade-mark and unfair competition are thor- 
oughly shown, and the situation is one calling for prompt redress. 
The plaintiff will have a preliminary injunction against the con- 
tinued making and selling of blades bearing the trade-mark Water- 
man and against further use of the name Waterman Blade Company. 


Gustave HoLuanpb, Jr., NELLo TRASCIATTI, AND ARGENTINA B. 
RoNCARELLI, co-partners doing business under the firm name 
of Treiris Company or America v. G. & A. Import 
Corp., and Harry M. Durning, as CoLLEcTor 
OF THE Port or New York 


United States District Court, Southern District of New York 
June 30, 1934 


Trape-M arKs—INFRINGEMENT—Svutr Unper Section 526 or Tarirr Act or 
1930—RieutT or Importer. 

Under Section 526 of the Tariff Act of 1930, goods of foreign manu- 
facture which infringe a mark registered by an importer or corpora- 
tion shall not be imported without the consent of the latter. However, 
in case the importer contends that the domestic trade-mark was not 
entitled to registration, he may have that issue tried also under the 
said section. 

Trave-M arKs—INFRINGEMENT—“Estr Est Esr”’ anv “Ir Is It Is It Is” on 
ITALIAN WINES—CONFLICTING Marks. 

A trade-mark consisting of the words “It Is It Is It Is,” held to be 
confusingly similar to the Italian words “Est Est Est,” especially as 
the former words were a translation of the latter. 
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Trape-Marks—INFRINGEMENT—“Est Est Est” on Irartan Wines—REc1s- 
TRATION INVALID. 
The registration of a trade-mark consisting of the words “Est Est 
Est,” held invalid, inasmuch as these words, as used by the wine-growing 
trade in Italy, are descriptive of a type of Italian wine. Moreover, 
defendant had no right to import wines of that type under such mark 
into the United States. 
Trape-Marks—INFRINGEMENT—MISREPRESENTATION. 
Plaintiffs, who imported a type of Italian wine under the mark “It is 
It Is It Is” and claimed to have patented the words the world over, 
held not entitled to bring suit for infringement, inasmuch as these 
words were not trade-marks and did not belong to any particular im- 
porter, being common property. 


In equity. Action under Section 526 of the Tariff Act of 1930 
to enjoin the importation of goods marked with an allegedly in- 


fringing mark, and counterclaim for infringement by defendant. 


Motions dismissed as to both. 


Briesen & Schrenk (Fred A. Klein and Edward T. Kelly, of 
counsel), all of New York City, for plaintiffs. 
Fritz Ziegler, of New York City, for defendant. 


Parrerson, D. J.: The plaintiffs attempted to import into 
this country a shipment of Italian wine bearing the label It Is 
It Is It Is. The shipment was detained by the collector of the 
port, at the instance of the defendant, C. & A. Import Corporation, 
on the ground that the label was merely a translation of the lat- 
ter’s registered trade-mark, Est Est Est, and infringed it. The 
plaintiffs then brought this suit to restrain the collector from inter- 
ference and to cancel the registered trade-mark as invalid. In 
the suit the plaintiffs moved for preliminary relief, asking that 
both defendants, the collector and the proprietor of the trade-mark, 
be restrained pendente lite from refusing entry to the plaintiffs’ 
goods. The defendant, C. & A. Import Corporation, filed a counter- 
claim, charging infringement of its trade-mark, Est Est Est, and 
it also moved for a preliminary injunction to protect its trade-mark. 
The two motions, one by the plaintiffs and one by the corporate 
defendant, were heard at the same time. 

It is shown by the plaintiffs’ papers that Est Est Est is a 
name for wine made from grapes grown in the vicinity of Monte- 
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fiascone, Italy, and that for at least a century the wine made in 
this locality has been known in Italy as Est Est Est. The name 
has its origin in a legend said to date from the twelfth century. 
The story runs that a German bishop traveling to Rome sent his 
servant ahead to mark the places on the route where the wine was 
good. The mark to be made was Est. The servant found the 
wine of Montefiascone so good that he marked on the houses Est Est 
Est. The bishop on his arrival agreed with the servant and drank 
such a quantity of the wine that he died. His monument is said 
to be in the cathedral there, with the inscription written by the 
servant: 

“Est—est—est.” Propter nimium “est,” 

Dominus meus mortuus “est.” 

There is a description of the wine of Montefiascone, ‘also 
called ‘Est Est,” in a book entitled “A History and Description 
of Modern Wines,” by Cyrus Redding, published in London in 
1836, and also in a later edition of the same book published in 
1860. In “Wine, The Vine and The Cellar,” by Thomas George 
Shaw, published in London in 1864, it is said (page 418): “In 
the northern portions of the Roman States the richest and most 
esteemed wine is the famous Est, grown in the vicinity of Monte- 
fiascone.” Both of these books mention the legend. 

That the wine of Montefiascone is also called Est Est Est is 
shown by more modern works. The Encyclopedia Americana 
(1932), under the title Montefiascone; Meyer’s ‘“Konversations— 
Lexikon” (1904), in volume 6, page 128. Various pamphlets put 
out quite recently under the auspices of the Italian government 
carry Est Est Est as the descriptive word for a kind of wine, com- 
parable to Chianti and other well-known wines. There can be no 
doubt then that, in Italy at least, the name Est Est Est is applied 


generically to wine made from grapes grown in the Montefiascone 
region. 


The plaintiffs are a firm in the business of importing wines. 
They purchased a quantity of wine from a producer in the Monte- 
fiascone district, translated Est Est Est into It Is It Is It Is, and 
brought to the United States a shipment of wine with this label. A 
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later shipment, that involved in this suit, was detained by the 
collector at the instance of the defendant, C. & A. Import Corpora- 
tion. 

The C. & A. Import Corporation is a New York corporation. 
It and its predecessors have been in the business of importing and 
selling Italian wines since 1900. In 1908 it adopted the trade- 
mark Est Est Est for wines sold by it, and has used the mark indis- 
criminately on white Italian wines sold by it. This mark was 
registered in the Patent Office on June 21, 1910. It is claimed 
that upwards of 1,000,000 bottles so marked were sold prior to 
prohibition. The volume of business now being done is not stated. 
The defendant’s affidavits tend to show that so far as the United 
States is concerned, the words Est Est Est on wine do not denote 
wine from any particular locality or of any particular kind. 

The defendant also calls attention to a booklet fastened to the 
bottles which the plaintiffs are seeking to import. The booklet sets 
forth the legend of the bishop and Est Est Est and then states: 

To perpetuate the name of this wine our company adopted it for its 
firm name. Italian law forbids the use of the Latin word “Est” so we have 
patented, the world over, the words “It Is It Is It Is.” 

In detaining the plaintiffs’ goods the collector acted under sec- 
tion 526 of the Tariff Act of 1930 (19 U. S. C. A., sec. 1526), to 
the effect that goods of foreign manufacture which infringe a trade- 
mark registered and owned by a citizen or corporation here shall 
not be imported into the United States without consent of the 
owner of the trade-mark. This statute is presumptively a sufficient 
warrant for the detention. But if an importer takes the position 
that the domestic trade-mark is not entitled to registration, he may 
have that issue tried in the manner here resorted to—by suit against 
the owner of the registered trade-mark and the collector to have the 
goods admitted. Le Blume Import Co. v. Coty, 293 Fed. 344, at 
page 347 (C. C. A. 2) [13 T.-M. Rep. 233]. Congress did not 
intend to make the mere registration of trade-mark final and con- 
clusive against the importer, or to relegate him to a proceeding in 
the Patent Office to cancel the registration as his only relief. 

It is also clear that the two marks, the Latin Est Est Est and 
the English translation It Is It Is It Is, are similar enough to cause 
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confusion, and that the defendant’s mark would be infringed by 
the sale of wine bearing the plaintiffs’ mark. It is an issue then 
whether the defendant’s trade-mark Est Est Est is valid and en- 
titled to registration. 

By the weight of authority, a word commonly used in other 
countries to identify a kind of product and there in the public 
domain as a descriptive or generic name may not be appropriated 
here as a trade-mark on that product, even though the person claim- 
ing the word was the one who introduced the product here and the 
word then had no significance to our people generally. The rule 
is a just one. Why should the first comer be given a monopoly 
of the word, when he knew all along that he had no better right to it 
than anyone else? If others who may bring the same product here 
later cannot sell it under its real name, fair competition would be 
greatly impeded. 

In Dadirrian v. Yacubian, 98 Fed. 872 (C. C. A. 1), the plain- 
tiff was denied the right to use Matzoon as a trade-mark for fer- 
mented milk, it being shown that the article was a well-known 
Armenian beverage and that Matzoon was the regular Armenian 
word for it. The fact that the plaintiff had brought the beverage 
here at a time when neither it nor the name was known in these 
parts was deemed immaterial. 

The same result was reached by the Chancery Division in Davis 
v. Stribolt, 59 L. T. N. S. 854. The Norwegian word Bokol, mean- 
ing bock beer and first used in England by the plaintiffs, was held 
not to be a valid trade-mark. In discussing the contention in favor 
of the validity of the mark, Chitty, J., said (page 855): 


If the argument were well founded the importer into this country of 
any foreign article, not previously known in this country, could restrain 
anyone else from using the name by which it was called in the country 
where it was produced. . . . It is plain no such proposition could be 


maintained. 

The same view was taken in Burke v. Cassin, 45 Cal. 467, 
where it was held that Schnapps, a Dutch gin, could not be taken 
as a trade-mark in this country, the word being a generic one. See 
also Italian Swiss Colony v. Italian Vineyard Co., 158 Cal. 252; 
Debevoise Co. v. H. & W. Co., 69 N. J. Eq. 114; Godillot v. 
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Hazard, 49 How. Pr. 5; Roncoroni v. Gross, 92 App. Div. 221; 
Selchow v. Chaffee & Selchow Co., 182 Fed. 996 (C. C. N. Y.); 
Nims on Unfair Competition and Trade-Marks, sec. 208. 

The proof here is convincing that in Italy, or in part of Italy, 
the words Est Est Est are in common use to signify the wine made 
in Montefiascone. The name is descriptive of that type of wine, 
and was commonly applied to it long before the defendant took 
the name as a mark to identify wines sold by it here. If it be the 
fact that in this country only connoisseurs were familiar with 
Est Est Est as a type of Italian wine, the defendant’s position is 
no better. 

The defendant presses Le Blume Import Co. v. Coty, supra, as 
an authority in its favor. It is true that there are certain similari- 
ties in the facts of the two cases. But in the Coty case the word 
L’Origan on perfumes was held suggestive rather than descriptive. 
I am, therefore, persuaded that the defendant has no right to 
monopolize the words Est Est Est on bottles of wine and that its 
trade-mark is not a valid one. 

But the plaintiffs, for reasons peculiar to themselves, are not 
in condition to get the relief they seek. They are representing on 
their bottles that they have “patented” (meaning trade-marked) 
the words It Is It Is It Is the world over. In the first place, this 
is not the truth. They have not “patented” the mark or secured a 
trade-mark on it in this country. In the second place, they are 
representing that the mark is their exclusive property, not to be 
taken by any other concern, whereas their contention in this case is 
and necessarily must be that the words belong to no particular 
proprietor. They cannot take the defendant to task for having 
done the same thing that they are doing—claiming a trade-mark 
in a name that is common property. See Ubeda v. Zialcita, 226 
U. S. 452 [3 T.-M. Rep. 77]; Straus v. Notaseme Co., 240 U. S. 
179, 181 [6 T.-M. Rep. 103]; Diamond Crystal Salt Co. v. Worces- 
ter Salt Co., 221 Fed. 66 (C. C. A. 2). 

The case then is one of those where each party takes advantage 
of his rival’s weakness rather than of his own strength. The plain- 
tiffs’ motion will be denied because of their representations of an 
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exclusive trade-mark. The defendant’s motion will be denied be- 
cause of the invalidity of its trade-mark. The order may be settled 
on two days’ notice. 


IsrRAELITE House or Davin v. Murpuy 
(6 F. Supp. 914) 


United States District Court, Southern District of New York 
May 22, 1934 


Unrair CoMPeTirIon—TRabE-N ames—“‘Hovse or Davin” as NAME or Baty 
TeamM—ImiraTinG Factat Features. 

For many years plaintiff maintained a baseball team, known as the 
“House of David” ball team, which toured the country and won much 
popularity by its skilful playing and the further fact that its members 
all wore beards. Defendant subsequently sent out a competing ball 
team under the same name, the members of which also wore whiskers. 
Held, that, while defendant’s team had the right to wear beards, the 
use of such feature, together with the use of the same name as plaintiff, 
under which games were booked in advance of the latter, was unfair 
competition; and an injunction was decreed. 

In equity. Action for unfair competition in the use of a trade- 


name. Injunction granted. 


Woo.tsry, D. J.: This motion is granted; and the plaintiff 
may, on filing of a bond in such amount as I may fix after hearing 
counsel thereon, have an order providing for an injunction pendente 
lite preventing further unfair competition with its baseball team by 
the defendant. 

This motion arises in a suit between an unincorporated reli- 
gious and business association made up of citizens and residents 
of Michigan—by the law of which state it is allowed to sue under 
the name of Israelite House of David and to use the shorter title 
“House of David’—against a citizen and resident of Illinois. 
The necessary diversity of citizenship, therefore, exists and the 
amount involved is sufficient to give this court jurisdiction of the 
subject matter. 

The defendant Murphy, who was served with process in this 


district, has appeared generally herein and thus waived any ques- 
tion of venue. 
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The jurisdiction of this court over the defendant is, therefore, 
unassailable and the merits of the motion alone need to be consid- 
ered. 

I find in the case of National Circle, Daughters of Isabella v. 
National Order of Daughters of Isabella, 270 F. 723 (C. C. A. 2) 
[11 T.-M. Rep. 163 ]—not cited to me by counsel for either party— 
the recognition of the plaintiff's right herein to protect itself in 
equity from the unauthorized and unfair use of its name by the 
defendant. 

The papers before me show that for many years—at least 
for a period beginning some years before 1918—the plaintiff has 
maintained a baseball team which has traveled about the country 
and has played several hundred games each year with other pro- 
fessional and semi-professional teams. The result has been a sub- 
stantial income to the plaintiff. 

One of the tenets of the plaintiff’s religion is that male members 
of its sect shall wear beards and its baseball team has always con- 
formed to this rule. 

Although it is claimed that the plaintiff’s ball team plays a sound 
game of baseball, it is fairly inferable that the most notable 
characteristic of the plaintiff's team is that the players wear beards, 
and that across the breast of the uniform of each player are the 
words “House of David.” 

The affidavits show that in 1929 the defendant Murphy com- 
menced to maintain a bearded baseball team, whose members wore, 
without authority from plaintiff, uniforms with the words “House 
of David” on them. 

The plaintiff shows also that in cities and towns where Murphy 
knew the plaintiff's team had games arranged, he has endeavored, 
insofar as he could, to book—and has often succeeded in booking— 
games for his team a few days ahead of the date set for the plain- 
tiff’s games, and thus, as it were, diluted the neighborhood’s inter- 
est in seeing a bearded baseball team play ball. 

In addition, the plaintiff states, in aggravation of its grievance, 
that the defendant’s spurious team, posing as the “House of David” 
team, plays a game of baseball far inferior to the game played by 
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the plaintiff’s team, and thus injures the reputation of the plaintiff's 
team, and, consequently, its gate receipts. 

The plaintiff complains quite bitterly because the defendant’s 
ball players are all required to wear beards like those of the plain- 
tiff players. 

From time immemorial, however, the wearing of beards has 
been in the public domain. In respect of matters within that 
domain all men have rights in common. Any man, therefore, if so 
minded, may—without being subject to any challenge, legal or 
equitable—not only grow such beard as he can, but purposely 
imitate another’s facial shrubbery—even to the extent of following 
such topiary modification thereof as may have caught his fancy. 

The plaintiff's rights herein, therefore, cannot be soundly based 
merely on the fact that the members of the defendant’s team wear 
beards even if they are precisely like the beards of the plaintiff's 
team. 

When, however, there is added to the wearing of beards by the 
defendant’s baseball team, the unauthorized wearing of uniforms 
bearing the words “House of David,’ and that is accompanied by 
the booking of a team so equipped with obvious intention of com- 
peting for gate receipts with the plaintiff's team, a mens rea on de- 
fendant’s part is established, and it becomes clear beyond peradven- 
ture that the defendant is actuated by a desire not only unfairly to 
avail itself of the quaint appearance of the plaintiff's team, but 
to masquerade as the plaintiff's team and thus unfairly to compete 
with it. 

Indeed, as I read the papers herein, it seems to me that the 
only defense seriously urged is alleged laches on the plaintiff’s 
part. I find, however, that, having regard to all the circumstances 
here shown, the plaintiff had not been guilty of such acquiescence 
as should constitute laches barring the relief which it now seeks. 
Cf., National Circle, Daughters of Isabella v. National Order of 
Daughters of Isabella, supra, and cases there cited. 

The amount of the bond to be given by the plaintiff will be fixed 
at the time of the settlement of the order hereon. 

Settle order on notice. 
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Nu ENAMEL CorRPORATION, ET AL. V. NaTeE ENAMEL Co., ET AL. 
(271 N. Y. S. 656) 


New York Supreme Court, Special Term, New York County 
May 7, 1934 


Unram Competirion—“Nu ENAMEL” anp “Dvuo-ENAMEL” ON PAINTS AND 
ENAMELS—NON-CONFLICTING Marks. 

The word “Duo-Enamel,” adopted by defendant subsequent to the 
plaintiff's use of the word “Nu-Enamel,” held not to be deceptively simi- 
lar thereto, particularly as the respective labels were markedly dis- 
similar. 

Unram Competirion—Use or S1mtmLar ADVERTISING AND DispLay Carps. 

Held that defendant’s direction sheets, card charts and display cards 
were not so similar to plaintiff’s as to constitute unfair competition, 
there being marked differences in the size, shape, design, lettering and 
coloring of the respective media. 

Unram Competrrion—Trapve SitocaNns nor Sussect To Monopoty UN LEss 
witH SECONDARY MEANING. 

It is well settled that words or phrases that are descriptive of the 
goods are incapable of exclusive appropriation, unless they have been 
so long and so exclusively used by one producer as to refer to his prod- 
uct and none other. Plaintiffs, therefore, could not claim any exclusive 
right to the use of the slogans “One Coat Covers” and “Leaves No 
Brush Marks,” as these phrases were purely descriptive and had not 
acquired a secondary meaning. 

Unram Competition — MIsREPRESENTING PLaAINTIFF’s Propuct — Business 
PurFFING. 

The charge that defendants were guilty of misrepresentation whereby 
the public was induced to purchase their product for plaintiff’s, held 
unfounded, the testimony showing at the most only business puffing 
on the part of the defendants, which is not actionable. 

Unrair Competirion— Use or Stmitar Winvow Disptay AND ADVERTISING— 
CRITERION. 

To constitute unfair competition the features imitated must be those 
which distinguish plaintiff's goods from others, not such as he shares 
with the trade generally. Where, therefore, the use by defendants of 
certain advertising store fronts and sales media were, like the plain- 
tiff’s, common to the trade, and displayed marked differences from 
the latter, there was no unfair competition. 

Unrair CompetiTion—DEFINITION. 
The gist of an action for unfair competition lies in the fact that 
one party is intending to palm off its products as those of the other. 



























In equity. 






Action for alleged unfair competition. Bill dis- 
missed. 


Sapinsley & Lukas (Edwin J. Lukas, of counsel), all of New 
York City, for plaintiffs. 
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Weisman, Quinn, Allan & Spett (Murray C. Spett and Isidore 
Miller, of counsel), all of New York City, for defendants. 


Laver, J.: Plaintiffs and defendants are both in the business 
of selling enamel, the former advertising its products as Nu-Enamel, 
the latter as Duo-Enamel. 

The plaintiffs seek to enjoin the defendants from selling their 
product under the name Duo-Enamel, from representing that their 
shops and merchandise are connected with or owned by the plain- 
tiffs, from using certain enumerated slogans or legends in connection 
with the merchandising of their product, from imitating in their 
stores the plaintiffs’ store fronts, from using identical literature, 
from continuing alleged misrepresentations of the plaintiffs’ busi- 
ness and its products, and seek to recover damages for alleged in- 
fringement of the plaintiffs’ rights in the doing of some or all of 
the acts enumerated. 

The plaintiffs concede that distinctions exist between the plain- 
tiffs’ and the defendants’ name, style of lettering, color scheme, 
method of sales presentation, slogans, literature, and other features, 
if each is taken alone and independently of the others. The plain- 


tiffs insist that in the collocation of these features rests the wrong 
which warrants the relief sought. 


An analysis of the evidence presented to the court educes the 
following contentions upon which the plaintiffs rely: The simi- 
larity of defendants’ name, the use by defendants of identical litera- 
ture, the copying of slogans, the simulation of store fronts, window 
display, and merchandise, and misrepresentations by defendants. 
Each of these will be briefly discussed. 

Plaintiffs charge that the name of the plaintiffs’ product and 
that of the defendants’ is similar. It is necessary to consider both 
the name and the product to determine a similarity. Phonetically 
the two are different. In the plaintiffs’ name there is one syllable, 
in the defendants’ there are two. The number of sounds in each is 
different, and the first letters are different. On the cans, display 
cards, show cards, and literature, the names appear in different 
colors, the backgrounds are dissimilar, and the size and shape of 
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the letters are diverse. The defendants contend they have adopted 
the word “Duo” because of the practical advertising value of 
duality. While plaintiffs admit the two words mean different 
things, yet the purchaser, they urge, carries away the impression 
of similarity by the common principal vowel “U.” 

The similarity of names is a question which has been a subject 
of interpretation by the courts on many occasions, and each case 
represents a separate problem. Hygeia Water Ice Co. v. New York 
Hygeia Ice Co., 140 N. Y. 94, 35 N. E. 417; Material Men’s Mer- 
cantile Ass’n v. Material Men’s Credit Agency, 191 App. Div. 73, 
180 N. Y. S. 801 [10 T.-M. Rep. 227]; Foster v. Webster Piano 
Co., 59 Hun, 624, 13 N. Y. S. 338; Winthrop Chemical Co. v. 
Blackman, 150 Misc. 229, 268 N. Y. S. 647; Allen Mfg. Co., Inc. v. 
Smith, 224 App. Div. 187, 229 N. Y. S. 692; Computing Scale Co. 
v. Standard Computing Scale Co., (C. C. A.) 118 F. 965; Warner 
§ Co. v. Eli Lilly & Co., 265 U. S. 526, 44 S. Ct. 615, 68 L. Ed. 
1161 [14 T.-M. Rep. 247]; Solis Cigar Co. v. Pozo, 16 Colo. 388, 
26 P. 556, 25 Am. St. Rep. 279. In the light of the opinions in 
these cases I cannot find the existence of such a similarity between 
the name used by plaintiffs and that used by defendants as would 
deceive or confuse the purchasing public so as to justify the grant- 
ing of an injunction on that basis. 

Plaintiffs charge that the defendants are using similar direc- 
tion sheets, color charts, and display cards. It is admitted that in 
one instance the defendants used an identical direction sheet. I do 
not consider that this is evidence of a desire to imitate, in view of 
the admitted fact that this sheet was abandoned shortly after its 
use was commenced, and especially since the defendants’ new 
direction sheets have been in use since February, 1933, and are 
totally dissimilar. Examination of the color charts and display 
cards show distinct and marked differences in the size, shape, design, 
lettering, and color. 

Plaintiffs seek to enjoin the defendants from the use of cer- 
tain phrases which they claim have become their slogans. The two 
principal phrases to which the plaintiffs claim an exclusive right 
are “One Coat Covers” and “Leaves No Brush Marks.” The law 
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is well settled that words or phrases which are descriptive of the 
article, its component parts or characteristics, are incapable of 
exclusive appropriation unless used so long and so exclusively by 
one producer with reference to his article that, in that trade and 
to that branch of the purchasing public, the word or phrase has 
come to mean that particular article which is his product. Com- 
puting Scale Co. v. Standard Computing Scale Co., supra; G. §& C. 
Merriam Co. v. Saalfield, (C. C. A.) 198 F. 369 [7 T.-M. Rep. 
110]; Elgin National Watch Co. v. Illinois Watch Case Co., 179 
U. S. 665, 21 S. Ct. 270, 45 L. Ed. 365; Winthrop Chemical Co. 
v. Blackman, supra; Taylor v. Gillis, 59 N. Y. 331, 17 Am. Rep. 
333; Selchow v. Baker, 93 N. Y. 59, 45 Am. Rep. 169; Material 
Men’s Mercantile Ass’n v. Material Men’s Credit Agency, supra; 
Nims on Unfair Competition and Trade-Marks, (3d Ed.) p. 110. 

In the instant case it is the plaintiffs’ claim that the words and 
phrases “One Coat Covers’ and “Leaves No Brush Marks’’ have 
acquired a “secondary meaning” and because of that plaintiffs 
have acquired a possessory right to those words and phrases as 
slogans. The defendants’ contention that these phrases are purely 
descriptive of the nature and quality of the paints sold and have not 


, 


acquired a “secondary meaning” seems the more logical (cases cited 
in preceding paragraph). The plaintiffs do not contend that they 
are the originators of the words or phrases. The testimony at the 
trial established that these words and phrases have been used in 
advertising in the paint business by others prior to their use by 
the plaintiffs. The plaintiffs admit that these words and phrases 
when so used in the paint business were descriptive of the mer- 
chandise advertised. The mere fact that the plaintiffs have used 
these words and phrases as slogans does not per se give them a 
secondary meaning, so as to give plaintiffs the exclusive right to 
them. 

What is understood in the law by the theory of assigning to 
words of description a “secondary meaning” has been stated in the 
case of G. §& C. Merriam Co. v. Saalfield, supra, at page 373 of 
198 F. Such words may “have been used so long and so exclu- 
sively by one producer with reference to his article that, in that 
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trade and to that branch of the purchasing public, the word or 
phrase had come to mean that the article was his product; in other 
words, had come to be, to them, his trade-mark.” 

Secondary meaning is nothing more than association, that is, 
association in the minds of the purchasing public of certain words 
or phrases with a particular product. 

Applying the test laid down by the authorities, can it be said 
that the purchasing public desiring to purchase enamel, seeing the 
words “One Coat Covers” and “‘Leaves No Brush Marks,” will 
picture in their minds plaintiffs’ enamel? I think not. The evi- 
dence fails to establish that the purchasing public has come to 
associate these phrases witb the plaintiffs’ product. 

Besides, in the case at bar, the so-called slogans were frequently 
varied by the plaintiffs through the addition and substitution of 
words. For example, in Plaintiffs’ Exhibit 24, the words “Covers 
in One Coat” appear, while in Plaintiffs’ Exhibit 25, the phrase 
which appears is “One Coat Covers’; and again in Plaintiffs’ Ex- 
hibits 24 and 28, “Leaves No Brush Marks” is set forth, while 
in Plaintiffs’ Exhibits 29 and 34, the words are “No Brush Marks.” 

Plaintiffs charge the defendants with misrepresentations 
whereby the public has been confused and deceived into believing 
that it was purchasing plaintiffs’ product, when, in fact, it was 
purchasing the product of the defendants. The plaintiffs attempted 
to prove these misrepresentations through the testimony of a 
witness who had been sent to the defendants’ stores solely for the 
purpose of gathering evidence to the effect that disparaging and 
false statements about plaintiffs’ merchandise were made by de- 
fendants’ employees to promote the sale of defendants’ product. 
This testimony was not very convincing. At most the defendants 
were guilty of “business puffing,” which is not actionable. Bare- 
ham & McFarland v. Kane, 228 App. Div. 396, 240 N. Y. S. 123. 
As was said in Union Car Advertising Co. v. Collier, 263 N. Y. 386, 
at page 898, 189 N. E. 463, 468: 


Exaggeration, puffing, boasting appear to be the very breath of sales- 
manship. 
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It is charged that the plaintiffs’ and defendants’ window dis- 
plays are identical and that there is a simulation by defendants 
of the plaintiffs’ store fronts, sales presentation, and advertising. 
Plaintiffs have attempted to show that the color and lettering on 
the defendants’ store windows are similar to their own and that 
the use of display cards, demonstrators, and half-painted objects 
in the windows were likewise similar. The parties are in the same 
line of business and to some extent there is a likelihood of simi- 
larity of the general effect of the store fronts, sales presentation, 
and advertising. To constitute unfair competition the features 
imitated must be those which distinguish plaintiff's goods from 
others and not such as he shares with the trade generally. Nims 
on Unfair Competition and Trade-Marks, (3d Ed.) § 121. The 
plaintiffs admit they have no exclusive right to the use of display 
cards, demonstrators, or half-painted objects in the windows. 
They claim, however, that the combination of these things, regarded 
in their entirety, shows an intent to compete unfairly. The proof 
of the similarity that plaintiffs have attempted to show, either as 
to single factors or in combination, is lacking. The exteriors and 
the interiors of the stores of the respective parties present marked 
differences in appearance and it has already been pointed out that 
the display cards are different. The appearance of the cans in 
which the merchandise is sold is not the same. The exhibits show 
no attempt to simulate plaintiffs’ labels. The use of demonstrators 
and half-painted objects in the windows by defendants are not 
grounds for an injunction. These are fair methods of demonstrat- 
ing and selling the defendants’ products. 

The gist of an action for unfair competition lies in the fact 
that one party is attempting to palm off its products as those of 
the other. Having considered each claim of alleged wrong asserted 
by the plaintiffs and having found against the plaintiffs’ claims in 
each instance there would seem to be no justification for a finding 
that in the collocation of these particular alleged wrongs, the de- 
fendants have been guilty of unfair competition. Competition 
there was, but no evidence of unfair competition was produced on 
the trial. 
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I am of the opinion that on the proof presented in this case the 
plaintiffs are not entitled to the relief here sought. 

It follows that the defendants are entitled to judgment dismiss- 
ing the complaint upon the merits. Findings of fact and conclusions 
of law passed upon. 















A. WeiskitteELt & Son Co. v. Harry C. WEIskiTTEt Co., 


INc., ET AL. 
(173 Atl. 48) 


Maryland Court of Appeals 
June 14, 1934 





Trape-Marks AND Trape-NAmes—PersonaL Names—Ricur To Use. 

There is no exclusive right in anyone to the use of a surname, but 
it cannot be used to perpetrate a fraud and steal another’s trade. 

Unram Competirion—“WEIsKITrEL’—Use or SAME Trape-NaME. 

Both parties were business successors to the older firm, which was 
established by their father, Anton Weiskittel, at whose death in 1925 the 
sons dissolved partnership and one of the defendants, Harry C. Weis- 
kittel, with his sons and two nephews, formed a competing business in 
Baltimore not far from that of plaintiff, both concerns manufacturing 
gas ranges and soil pipe. Inasmuch as defendants published state- 
ments to the effect that they were not connected with A. Weiskittel 
and Sons Co., and, moreover, used trade-marks distinctly different from 
those used by plaintiff, and no important instances of confusion between 
the parties had been shown, held there was no unfair competition, and 
the decision of the lower court was affirmed. 
















In equity. On appeal from the Circuit Court of Baltimore 
City. Action for alleged unfair competition in the use of a sur- 


name. From an adverse decree, plaintiff appeals. Affirmed. 







Walter C. Mylander and Nathan Patz, both of Baltimore, Md., 
for appellant. 

Harry N. Baetjer and Stuart S. Janney, Jr., both of Baltimore, 

Md., for appellees. 


Stoan, J.: The plaintiff, A. Weiskittel & Son Company, a cor- 
poration organized about 1907 under the laws of Delaware, with 
its operations in Baltimore, was engaged in the business of manu- 
facturing gas ranges, soil pipe, and enamel ware. At the time 
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of incorporation it was a partnership owned by Anton and Harry C. 
Weiskittel, who had inherited the business from their father, Anton 
Weiskittel, who entered into, about 1850, a business which, in the 
course of time, assumed considerable proportions. The sons of 
Anton went along, prospering together, until February, 1925, when 
Anton, son of the founder, died, leaving a will whereby he left 
one-fourth of his interest in the corporation (about one-half) to his 
sons, Herbert L. Weiskittel and Francis A. Weiskittel, and the 
remaining three-fourths to the sons in trust for his wife and two 
daughters. Almost immediately, when the business was about at 
its peak, discord arose, resulting in a bill for receivership being 
filed by the sons of Anton without any foundation, except an emo- 
tional one which needs no discussion here. The upshot of all the 
contention was that an auction was held attended only by Harry C. 
Weiskittel, his sons, Harry C. Weiskittel, Jr., and Anton K. Weis- 
kittel, on one side, and his nephews, Herbert L. Weiskittel and 
Francis A. Weiskittel, on the other side. The bidding resulted 
in the purchase by the nephews, sons of Anton, deceased, of the 
interest in the corporation of Harry C. Weiskittel, for $376,000. 
It was openly asserted by both sides that in the event of the pur- 
chase by either, the other would go into the same line of business 
as that theretofore carried on by the old concern. So there was 
no sale of good-will; on the contrary, the inheritance of ill will and 
bitterness, which Anton unintentionally left behind him. 

After so selling their interest in the plaintiff corporation, Harry 
C. Weiskittel and his sons formed a corporation under the name 
of “Harry C. Weiskittel Company, Incorporated,” which began at 
once to erect a plant on the Philadelphia road, in Baltimore, for 
the manufacture of gas ranges and soil pipe, entered into active 
competition with the old company, and made its first shipment of 
goods on August 20, 1931. The old company on July 11, 1932, 
filed its bill of complaint, amended December 20, 1932, against 
Harry C. Weiskittel Company, Incorporated, and Harry C. Weis- 
kittel and his sons, praying: (1) That the defendants be enjoined 


from making “‘misrepresentations either express or implied whereby 
and wherefrom prospective customers might be led to believe that 
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the gas ranges manufactured by the defendant corporation are 
manufactured by the plaintiff’ which manufactures “Fire King” 
ranges; (2) that they be restrained from use of the name of “Harry 
C. Weiskittel Co., Inc.,” without some descriptive text explaining 
that said company is not the manufacturer of “Fire King” gas 
ranges nor are any of its products the products of the plaintiff 
company, and from employing the name “Weiskittel’”’ as any part 
of a corporate firm name, located in Baltimore, Md., in the manu- 
facture of products similar to those manufactured by the plaintiff; 
(3) for an injunction pending the suit; (4) an accounting “of all 
profits made on gas ranges so fraudulently sold”; (5) a money 
decree; (6) general relief. 

The defendants answered the bill, and demurred by way of 
answer to the amendment but no action appears to have been taken 
on the demurrer, and as the hearing and decision were on the merits 
we can only so consider the case here. 

The plaintiff makes a soil pipe under the name “Master Hub”; 
the defendant corporation one under the name “Star Hub,” which 
it purchased from another concern, but as no complaint is made 
of the name of the soil pipe it is not in the case except as the product 
of “Weiskittel.” 

The gas range of the plaintiff, and its principal product, is 
known under the trade-name “Fire King.”” The range made by the 
defendant corporation is sold to the trade under the name “Real 
Host,” and in addition it makes ranges for its customers under any 
name ordered, none of the names so used to date resembling in name 
the plaintiff's product. It, therefore, requires no argument or dis- 
cussion to say that there is nothing unfair in the use made by the 
defendants in the brand or name of their respective gas ranges. 

The whole controversy then revolves around the use made by 
the personal defendants of their surname, “Weiskittel,” in the 
charter of their corporation and in the conduct of its business. It 
is conceded by the defendants that if they misrepresented their 
products as the plaintiff’s, such conduct would be a fraud on the 
plaintiff which could be restrained. This would be just as true 
if the use of the word “Weiskittel” had that effect. The proof of 
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fraud may be actual or constructive. The right of a corporation 
to the exclusive use of its corporate name is a common-law right, 


and equity will “prohibit another from using a name so similar to 
the corporate name as to be calculated to deceive the public.” 
Drive It Yourself Co. v. North, 148 Md. 609, 614, 130 A. 57 
[16 T.-M. Rep. 159]. It is not necessary to await the demonstra- 
tion of confusion by actual experience, as the fraud may be so 
transparent as to be apparent to any observer. Burton v. Tazicab 
Company, 156 Md. 183, 185, 143 A. 799. 

The incidents of actual confusion which arose between Au- 
gust 20, 1931, and the fifth day of January, 1934, the day the 
hearing began, are so infrequent and trifling as compared with 
the number of transactions of either party as to require little, if 
any, comment. In nearly two and a half years there had been 
thirty-six letters addressed to the defendant intended for the plain- 
tiff. In 2,529 calls on the plaintiff for service on or repairs to gas 
ranges over a period of fourteen months, it was found, when the 
plaintiff’s employees called in answer to such requests, that twenty- 
three were on “Real Host” ranges made by defendants. There was 
confusion in only five or six accounts with customers, one of whom 
was a customer of both companies. Hecht Co. v. Rosenberg, 165 
Md. 116, 166 A. 440 [23 T.-M. Rep. 339]. 

With such facts as illustrations of actual confusion of the two 
businesses, let us see what the proof of constructive fraud is, and 
how far it may be calculated to mislead and deceive the public 
into believing it may be buying the products of the defendant when 
it intends to patronize the plaintiff, which after all is the test of 
fraud in order to be the foundation of such a proceeding as this is. 
Here, however, if there is any fraud it must be in the secondary 
meaning of the word “Weiskittel” in association with and as denot- 
ing the products made by the plaintiff. In other words, when the 
customer thinks of gas ranges, of whatever name, does he think 
of ‘‘Weiskittel,” or is he attracted by the name “Fire King,’ “Real 
Host,” “Oriole,” or some other brand? Does the merchandise sell 
itself, or does it require salesmanship? 
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On its organization the defendant company published in the 
Baltimore Sun the following announcement: 


Announcement 
Harry C. Weiskittel, Jr., are no longer connected with A. Weiskittel & 
Anton K. Weiskittel and 


Harry C. Weiskittel, Jr., are no longer connected with A. Weiskittel & 
Son Co. 

A new corporation, Harry C. Weiskittel Co., Inc., has been organized 
to manufacture a new and modern line of Gas Ranges, Cast Iron Soil 
Pipe and Fittings and other Plumbing Fixtures. 

We take this opportunity to thank the trade and public for the many 


past personal favors and the new company hopes to merit your future con- 
fidence and patronage. 


























Harry C. Weiskittel Co., Inc. 


On their correspondence they pasted a sticker, reading as 
follows: 






IMPORTANT 
We have no connection with any other company. 
your orders to 
Harry C. Weiskittel Co., Inc. 
4901 Philadelphia Road, Baltimore, Maryland 
Telephone, Broadway 0600. 


Be careful to address 


On the bottom of its letterheads this is printed: 


Norice:—We have no connection with any other company. 
in addressing your mail. 





Be careful 


These notices or warnings were offered by the defendants as 
evidence of their efforts to advise the public that they were going 
into and were in business on their own account, and to avoid any 
confusion of their business with that of the plaintiff into which they 
had been born and to which up to that time they had devoted their 
energies and which was the only business they knew. On the other 
hand, it might be said they had cashed in all the efforts of them- 
selves and their forebears, and the account was closed, and that the 
credit was on the other side, paid for in cash. Such a condition as 
has here developed is ordinarily averted by agreement or purchase 
of good-will, and unless so done, the seller or one retiring may 
enter the same line of business provided he meets the requirements 
of fair competition. It evidently was on the theory that Harry 
C. Weiskittel, Sr., could not use his experience with the old company 
as an inducement to the public to deal with him in his new enter- 
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prise, that the plaintiff offered in evidence a folder advertising the 
products of the defendant company which contained the following: 


Harry C. Weiskittel Co., Inc. 
4601-4901 Philadelphia Road, Baltimore, Md. 

This folder shows actual photographs of our new up-to-date line of 
Real Host Gas Ranges, designed and built by the Pioneer Gas Range 
Manufacturer. 

Harry C. Weiskittel. 


On this phase of the case what Justice Holmes said in the cele- 
brated Hall Safe case (Herring-Hall-Marvin Safe Co. v. Hall’s 
Safe Co.), 208 U. S. 554, 28 S. Ct. 350, 351, 52 L. Ed. 617, 620, 
is peculiarly applicable, and that is: 


The advantage which it would have had, and to which the petitioner 
has succeeded, is that of having been first and alone for so long in the 
field. Some of the Halls might have left it and set up for themselves. 
They might have competed with it, they might have called attention to 
the fact that they were the sons of the man who started the business, 
they might have claimed their due share, if any, of the merit in making 
Hall’s safes what they were. White v. Trowbridge, 216 Pa. 11, 18, 22, 
64 A. 862. But they would have been at the disadvantage that some names 
and phrases, otherwise truthful and natural to use, would convey to the 
public the notion that they were continuing the business done by the com- 
pany, or that they were in some privity with the established manufacture 
of safes which the public already knew and liked. To convey that notion 
would be a fraud, and would have to be stopped. Therefore, such names 
and phrases could be used only if so explained that they would not deceive. 


Harry C. Weiskittel has not gone as far as the invading Halls 
in exploiting his former experience and business connections, and 
by way of advertising in four newspapers of Baltimore, and in two 
trade papers, eleven publications or news items in all, has fully met 
the test of the Hall decision, where, farther on in the opinion, it is 
said: 

With such explanations the defendants may use the Halls’ name, and, 
if it likes, may show that they are sons of the first Hall and brought up 
in their business by him, and otherwise may state the facts. 

The question then is as to the right of the defendants to use the 
name “Weiskittel” as part of the defendant company’s corporate 
name, and whether this surname has so earmarked the plaintiff's 


products as to make its use by another engaged in the same line 


of business a fraud on the public which works injury to the plain- 


tiff. In other words, does it enable the defendants to palm off their 
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goods on the public as the goods of the plaintiff? 
that must be deceived. 

It has been settled over and over that there is no exclusive right 
in any one to the use of a surname, but at the same time it cannot 
be used to perpetrate a fraud and steal another’s trade. 

The rule as stated by Justice Brown in the Brown’s Iron 
Bitters case (Brown Chemical Co. v. Meyer), 139 U. S. 540, 11 
S. Ct. 625, 627, 35 L. Ed. 247, after the citation of authorities in 
cases where relief was granted, is: 


It is the public 


These cases obviously apply only where the defendant adds to his own 
name imitations of the plaintiff’s labels, boxes, or packages, and thereby 
induces the public to believe that his goods are those of the plaintiff. A 
man’s name is his own property, and he has the same right to its use and 
enjoyment as he has to that of any other species of property. 

Or, as said by Justice White in the Singer Sewing Machine case 
(Singer Sewing Machine Co. v. June Mfg. Co.), 163 U. S. 169, 
16 S. Ct. 1002, 1009, 41 L. Ed. 118: 

Although “every one has the absolute right to use his own name honestly 
in his own business, even though he may thereby incidentally interfere with 
and injure the business of another having the same name, in such case the 
inconvenience or loss to which those having a common right are subjected 
is damnum absque injuria. But although he may thus use his name, he 
cannot resort to any artifice, or do any act calculated to mislead the public 
as to the identity of the business firm or establishment, or of the article 
produced by them, and thus produce injury to the other beyond that which 
results from the similarity of name.” Howe Scale Co. v. Wyckoff, Seamans 
& Benedict, 198 U. S. 118, 25 S. Ct. 609, 49 L. Ed. 972; Bagby & Rivers Co. 
v. Rivers, 87 Md. 400, 40 A. 171, 40 L. R. A. 632, 67 A. M. St. Rep. 357. 


Just two years ago, this term, we had practically the same 
question before this court in Neubert v. Neubert, 163 Md. 172, 161 
A. 16, 17 [22 T.-M. Rep. 412]. An oyster packer had built up 
and carried on for years a business successful largely because of 
the reputation made for “Neubert’s Oysters.” Another business 
carried on for years under the name “Castle Packing Company” 
changed its name to “Neubert Bros.” with the result that the same 
complaint as here was made. The defendants in that case had 
not only failed, but refused to take any measures to advise the 
public that it had no connection with any other business of the same 


or similar name. The case came up on demurrer, after a tem- 
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porary injunction had been granted “against the use by the de- 
fendants of the name ‘Neubert’ in any advertisement, label, price 
list, or other literature in their oyster business, without accompany- 
ing it by the statement: ‘This firm has no connection with the 
original firm of Chas. Neubert & Co., oyster packers of Baltimore.’ ” 
In affirming that order this court in conclusion said: “The pro- 
vision in the order for the explanatory statement to be made by the 
defendants in their use of the trade-name is substantially in ac- 
cordance with forms prescribed in” the Federal cases there cited. 

The plaintiff here contends that its products have been so sig- 
nalized or branded by the name “‘Weiskittel” as to make its use by 
the defendants the perpetration of a fraud. 

The plaintiff offered in evidence a catalogue and a folder from 
which it plainly appears that “Fire King’ gas stoves and ranges are 
featured by name. They are not only advertised and exploited, but 
they are trade-marked by that name as well. The name “Fire 
King” is so conspicuously placed on the front of every range in 
both catalogue and folder that the most casual observer could not 
fail to see it. No other words appear on them or in combination 
with them. If the name “Weiskittel’’ is on these ranges, it must 
be in some inconspicuous place. The plaintiff is at such pains to 
publicize its ranges under the trade-name “Fire King,’ that its 
business is built up around it, rather than by the exploitation of 
the name of the maker. So evidently the manufacturer’s policy 
has been rather to acquire whatever prestige it has from its product, 
than to fasten its identity on the product, as did Hall, Singer, 
Baker, Knabe, Chickering, Waterman, and others whose products 
were known by the names of the manufacturers. 

There is no evidence in this record that the defendants have 
done any act on their part to fool the public into the belief that 
their goods are the goods of the plaintiff, with no imitation of any 
name or brand of the plaintiff's products. All they have done is 
to build a factory which produces two lines of goods which make 
them rivals and competitors for business of the same kind, made by 
a corporation containing the same surname as that of the plaintiff, 
which was also the surname of the personal defendants and owners 
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of the stock of the defendant corporation. It would have been an- 
other case if, as so frequently has happened in these unfair com- 
petition cases, they had appropriated a name. If that had been 
the case the purpose would have been so manifest as to have revealed 
the fraud without any other evidence. The measures the defendants 
took to disclaim any connection with the plaintiff's business to meet 
the requirements of the rules laid down by this and other courts as 
herein cited, indicate that they took advice of capable counsel as 
to what course they should pursue in launching and carrying on 
their business so as to avoid public misunderstanding or actual con- 
fusion. The chancellor was right in denying the injunction, and 
for the reasons which we have adopted. 

Decree affirmed, with costs. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Spencer, F. A. C.: Held that James M. Murphy was not en- 
titled to register the term “Ak-M-Iz Mist” as a trade-mark for 
polish for automobiles, etc., and that the registration which he had 
obtained of that mark should be cancelled in view of the prior 
adoption, use and registration by The Simoniz Company of the 
term “Simoniz” as a trade-mark for the same goods. 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision, after stating that the Examiner of Interfer- 
ences had held the marks not confusingly similar and the question 
of similarity was not without difficulty, the First Assistant Com- 
missioner said: 


To my mind it depends to an extent at least upon the pronunciation 
that the purchasing public will ascribe to the mark “Ak-M-Iz” which 
constitutes the dominating part of the respondent’s registered trade-mark. 
If pronounced Ack’-Em-iz, it is probable that it would not conflict with 
Si’-Mon-Iz. On the other hand, if the central letter “M” should be 
read as merely a phonetic spelling of “Mon,” the respondent’s mark would 
then be pronounced Ack’-Mon-Iz and in my opinion would conflict with 
the word Si’-Mon-Iz when the two marks are considered and compared in 
their entireties. 
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Then, after stating that neither the petitioner nor respondent 
had submitted any evidence which would indicate the correct 
pronunciation of respondent’s mark but the petitioner had argued 
that the last two syllables “M-Iz” are the phonetic spelling of the 
last two syllables ‘““Moniz” of petitioner’s mark, he said: 

If the petitioner’s conclusion in this respect be correct, it must be 
concluded that the marks are confusingly similar and the petition for can- 
cellation must accordingly be granted. In determining the correctness of 
the quoted statement, I have come to the conclusion that if all members of 
the purchasing public did not read the letter “M” as “Mon,” a large per- 
centage of them would because of their familiarity with the name “Simoniz” 
on this class of goods. 


* * * 


It is possible that close comparison and analysis would lead purchasers 
to distinguish between the marks and their respective pronunciations, but 
it has been repeatedly held “that the public ought not to be required to 
dissect and analyze trade-marks in order that confusion and deception 
might be avoided.” (Citing decisions.) 


The First Assistant Commissioner further stated: 


Before concluding it might be pointed out that the term “Mist” that 
is employed by the respondent in conjunction with the word “Ak-M-Iz” 
merely adds descriptiveness to the ensemble and does not avoid the con- 
clusion that “Ak-M-Iz,” the dominating part of the mark, conflicts with the 
petitioner’s mark “Simoniz.”* 


Corporate Name 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, its corporate name “American Steel 
& Wire Company” as a trade-mark for florist wire. 

The ground of the decision is that the name is not written, 
printed, impressed, or woven in some particular or distinctive 
manner within the meaning of the statute. 

The mark is described by the Examiner as follows: 


The name is written in rather conventional lettering in double arcuate 
form, the word “American” above and the words “Steel & Wire Company” 
below an elliptical paraph of the initial “A” of the word “American.” 


The First Assistant Commissioner stated that as a general guide 
in such cases he had found nothing better than the rule announced 
by Assistant Commissioner Billings in the old case of Ez parte 


* The Simoniz Company v. James M. Murphy, Canc. No. 2545, 159 M. D. 
240, June 16, 1934. 
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C. H. Alden Co., 181 O. G. 2419, which he observed had been fre- 
quently quoted in subsequent decisions and expressly approved by 
the Court of Appeals of the District of Columbia in In re Artesian 
Company, 37 App. D. C. 118. Applying this rule to the mark 
under consideration, he was unable to detect any such distinctive 
display of applicant’s name as to avoid the plain prohibition of 
the statute. 

With respect to the argument that the mark consisted of some- 
thing more than merely applicant’s name, in that the particular 
style of printing which includes the oval scroll forming a continua- 
tion of the letter “A” is not a portion or a part of the real name of 
the applicant, he stated that a similar contention was disposed of 
by Commissioner Allen in Ex parte A. Engelhard & Co., 1904 
C. D. 122, in which case a name was refused registration, which 
name was arranged in association with a picture in addition to a 
curved line somewhat similar to the one used by applicant. The 
First Assistant Commissioner also noted that here the scroll is 
substantially the only feature relied upon to constitute a distinctive 
display of the name itself. 

With respect to the offer of applicant to disclaim the words 
“Steel & Wire Company” and all but the initial “A” of the word 
“American,” he said: 


I have been able to find no authority holding that parts of words may 
be disclaimed, and can see no justification for extending the disclaimer 
doctrine to any such length. Certainly this should not be done in a case 
such as this, where the result would be a clear evasion of the statutory 
prohibition against registration of mere names by the simple expedient 
of disclaiming all but the first letter of a notation otherwise objectionable.’ 





Descriptive Terms 


Spencer, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the notation “Nickel Stick,” as a 
trade-mark for frozen confections. 

The ground of the decision is that since each word, taken sepa- 
rately, is descriptive it is concluded that the two words are jointly 
descriptive of a confection on a stick that sells for a nickel. 


*Ex parte The American Steel and Wire Company of New Jersey, 
Ser. No. 320,486, 159 M. D. 238, June 13, 1934. 
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With respect to the word “nickel,” the First Assistant Commis- 
sioner said: 


The statute provides that registration shall be refused words “which 
are descriptive of the goods or of the character or quality of such 
goods. . . .” This raises the question of whether the price is a character- 
istic or quality of goods. The term “character” carries a very broad 
dictionary definition which would include the price as well as the appear- 
ance; indeed, in this day of commercial advancement and price standardiza- 
tion, the price for which an article is sold is as much a characteristic of the 
article as anything else about it. Accordingly, it is concluded that the 
word “Nickel” as applied to a confection selling for five cents is descrip- 
tive, Ex parte Loft, 172 O. G. 261, 1911 C. D. 193 [1 T.-M. Rep. 348]. 


With respect to the word “stick” and the contention that the 
confection is not in stick form, he said: 


The statutes of the United States deny the right to register words 
that are descriptive of the goods. In carrying out the mandate of the 
statute, this Bureau is entitled to inquire into and to know the exact 
nature of the goods in order to determine whether the words are descrip- 
tive. The applicant in the case at bar appears reluctant to disclose the 
exact kind of goods upon which its mark is used. Refusal to indicate the 
exact goods affords a ground of rejection or, alternatively, permits an 
inquiry the scope of which includes consideration of the specimens filed 
by the applicant. 

In the case at bar the specimens have imprinted upon them a patent 
marking containing reference to three patents. Taking, in this ex parte 
proceeding, judicial notice of the official files of this Bureau, it is found 
that all three of these patents disclose a confection that is frozen upon the 
end of a stick which serves as a handle. Obviously, therefore, the word 
“Stick” is likewise descriptive of an outstanding physical characteristic 
or quality of the goods.’ 


Spencer, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of February 20, 1905, the mark “Quik-Lox” for 
use on metal drums or barrels, on the ground that the mark is de- 
scriptive of the goods. 

It appears from an inspection of the specimens filed with the 
application that the drum with which the mark is used is provided 
with a clamping device for holding the cover in place, the clamping 
device comprising primarily a toggle and an actuating lever ar- 
ranged for quick action. 

With respect to the contention that the clamping device cannot 
be termed a lock, the First Assistant Commissioner said: 


* Ex parte Good Humor Corporation of America, Ser. No. 343,348, 159 
M. D. 233, June 1, 1934. 
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In applicant’s brief there appears a statement to the effect that “the 
cover is not locked in place at any time but is fully removable by throwing 
the lever to its opposite position to expand the ring.” In the same sense 
a door may be opened when the bolt is thrown to an inoperative position 
but it would be absurd to contend that the same door isn’t securely locked 
when the bolt is shot home. Funk & Wagnalls New Standard Dictionary 
gives as one of many applicable definitions—“to be held fast or securely 
closed.” That applicant’s device does this and does it quickly is con- 
sidered clear and this being so, it is accordingly held that the notation 
“Quik-Lox,” which is obviously the phonetic spelling of the term “Quick- 
Locks” is descriptive of the goods to which it is applied. That the word 
“lock” correctly spelled or misspelled has been held descriptive, see 
Ex parte American Chain Company, Inc., 259 O. G. 777 [9 T.-M. Rep. 321} 
(“Lock Link” for chains); Ex parte The Ric-Wil Company, 159 M. D. 45 
[23 T.-M. Rep. 215] (“Loc Lip” for conduit joints); Ex parte The Lionel 
Corporation, 151 M. D. 318 [16 T.-M. Rep. 535] (“Lockon” for track con- 
tacts for electrical toy trains); Ex parte R. E. Dietz Company, 125 M. D. 
470 [8 T.-M. Rep. 229] (“Locnob” for lamp chimneys). 


With respect to the citation by applicant of innumerable regis- 
trations which the Patent Office had granted in the past and which 
applicant urged should serve as precedents for allowance of the 
present application, he said: 


















In the case of Ex parte Vance Shoe Co., 131 O. G. 942, 1907 C. D. 354, 
it was stated: “While it is proper for an applicant to cite previous regis- 
trations in his argument for the purpose of showing that his mark also 
should be registered, it is not believed to be necessary to good practice to 
require the Examiner to explain the reasons why these marks were regis- 
tered.” 

The same observation applies with equal force in the case at bar. 
Changing personnel results in a divergence of views and occasionally brings 
about a conflict of opinion.‘ 


Goods of Different Descriptive Properties 





Spencer, F. A. C.: Held that applicant is entitled to register 
the word “Cresco” for petroleum lubricating oils and greases, not- 
withstanding the prior adoption and use of the word “Crisco” by 
opposer to designate a cooking fat derived from vegetable oil. 

The ground of the decision is that the goods of the respective 
parties are not of the same descriptive properties and that there is 
no likelihood of confusion. 

The First Assistant Commissioner said: 


* Ex parte The Stevens Metal Products Co., Ser. No. 334,476, 159 M. D. 
254, June 5, 1934. 
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This precise question was before First Assistant Commissioner Kinnan 
in the case of The Pure Oil Co. v. Vegetable Oil Products Co., 156 M. D. 
138 [19 T.-M. Rep. 426], where registration was permitted of the mark 
“Purola” for use in connection with a lard substitute which was identical 
with opposer’s mark used on lubricating oils and greases. It was there 
said: 


“It is deemed the commercial activities of the respective parties are 
so dissimilar as to the nature of the goods, the class of purchasers, and 
the uses for which the goods are intended that there is no probability of 
conflict or confusion in trade. The goods here under consideration clearly 
enough do not possess the same descriptive properties nor do they belong 
in the same class.” 

He did not agree with the contention of appellant that the 
recent trend of decisions of the Court of Customs and Patent 
Appeals is contrary to the holding in the case of The Pure Oil Co. 
v. Vegetable Oil Products Co., and referred to Williams Oil-O- 
Matic Heating Corporation v. Westinghouse Electric and Manufac- 
turing Company, 62 Fed. (2d) 378 [23 T.-M. Rep. 29]; Goodrich 
Company v. Closgard Wardrobe Company, 37 Fed. (2d) 436 [20 
T.-M. Rep. 45]; Mulhens and Kropff, Inc. v. Onnen, 37 Fed. (2d) 
435 [20 T.-M. Rep. 48]; The I. E. Palmer Company v. Nashua 
Manufacturing Company, 34 Fed. (2d) 1002 [19 T.-M. Rep. 469]. 

With respect to the decision in Imperial Cotto Sales Co. v. N. K. 
Fairbanks Co., 270 Fed. 686 [11 T.-M. Rep. 107], which was 
strongly relied upon by the appellant and in which decision the 
registration of the word “Cottolene” as a trade-mark for cotton 
seed meal was opposed by the owners of the trade-mark “Cottolene” 
as applied to cooking fat made from cotton seed oil, he stated that 
the present case involved a cooking fat made from vegetable oil 
and a lubricant derived from crude petroleum and it was difficult to 
comprehend how one could affect the reputation of the other upon 


any theory discussed in the Imperial Cotto Sales Co. case.” 


Spencer, F. A. C.: Held that applicant is not entitled to regis- 
ter, as a trade-mark for refrigerators and parts thereof, the term 
“Country Club,” in view of the prior adoption and use by opposer 
for many years of the same mark on a large variety of goods, in- 
cluding refrigerator pans. 


*The Procter & Gamble Co. v. The Crescent Supply Co., Oppn. No. 
12,762, 159 M. D. 225, May 18, 1934. 
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The ground of the decision is probable confusion in trade be- 
tween the products of the respective companies. 

It appears that the opposer, since the year 1901, has had more 
than thirty registrations of this mark, the mark being registered in 


1930 for galvanized ware, including among other articles, refrigera- 
tor pans. 





With respect to the contention of the applicant that none of the 
articles with which the opposer uses the mark are of the same 
descriptive properties as the goods of applicant, the refrigerator 
pan of the opposer being designed for use in connection with an 
old-fashioned ice box whereas the refrigerator to which applicant 
applies the mark is of the modern automatic type with which no 
pan is needed, the First Assistant Commissioner said: 


This latter contention may be true, but as no testimony was taken in 
the case I have nothing before me on which to base such a finding. All 
that is of record in this connection is that the applicant proposes to use 
the mark on “refrigerators and parts thereof” and that opposer is the 
prior and registered user of the same mark on refrigerator pans. What 
type of refrigerator applicant manufactures, and what type opposer’s pan 
is designed to be used with, are in no manner disclosed. Thus the ques- 
tion for determination is simply whether or not refrigerator pans possess 
the same descriptive properties as “refrigerators and parts thereof.” 

In Cluett, Peabody § Co., Inc. v. Hartogensis, 41 Fed. (2d) 94 [20 
T.-M. Rep. 452], in an opinion reversing the Commissioner of Patents, it 
was held by the Court of Customs and Patent Appeals that men’s shirts 
and collars are of the same descriptive properties as collar buttons, the 
court saying: 

“They clearly belong to the same general class of men’s wear. A 
purchaser of shirts and collars bearing the trade-mark of appellant, and 


of collar buttons bearing the trade-mark of appellee, would naturally con- 
clude that all had the same origin.” 


It seems to me that the same reasoning applies with equal force to the 
situation here presented. Certainly refrigerator pans “belong to the same 
general class” as “refrigerators and parts thereof,” and it is at least not 
free from doubt that the use of identical marks by applicant and opposer 
would result in confusion as to source of origin.® 


Goods of Same Descriptive Properties 





Spencer, F. A. C.: Held that the applicant is not entitled to 
register, as a trade-mark for refrigerators, the term “Chicagoan” 


*The Kroger Grocery & Baking Co. v. Electrolux Servel Corp., Oppn. 
No. 12,757, 159 M. D. 220, May 22, 1934. 
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in view of the prior adoption and use by opposer, of the term 
“Chicago” for various goods including cooling and condensing 
apparatus. 

No testimony was taken, applicant electing to stand upon a 
motion to dismiss based upon three main grounds: 


(1) That the question of whether the applicant’s mark is geographical 
is purely one for ex parte consideration between applicant and this Office 
and cannot be raised by the opposer. 


(2) That the goods are not of the same descriptive properties. 

(3) That the allegations of damage contained in the notice of opposi- 
tion are insufficient. 

With respect to the first ground the First Assistant Commis- 
sioner, after pointing out that it is well understood that the Patent 
Office Tribunals in an opposition proceeding may dispose of any 
question relating to the proposed registration that might properly 
arise ex parte, held that the question of the geographical nature 
of the mark fell within the proper scope of his review and held that 
the term “Chicagoan” is entirely geographical and accordingly its 
registration must be refused on this ground, and said: 


The mark consists of the word “Chicago” plus the suffix “An.” The 
latter is suffix denoting origin and when coupled with the term “Chicago” 
means some thing or some one that comes from Chicago. 

In this connection he made reference to certain decisions in 
which certain words ending in “an” were held geographical. 

With respect to the second ground, he held that the cooling 
and condensing devices with which the opposer used the mark 
“Chicago,” which included steam condensers, vapor condensers, 
air coolers and gas coolers, are of the same descriptive properties 
as refrigerators with which applicant uses the mark “Chicagoan.” 
In this connection he made reference to Frigidaire Corporation v. 
Carter F. Hall, 10 Pat. Q. 61 [21 T.-M. Rep. 530], in which the 
then First Assistant Commissioner Kinnan held that turbines, com- 
pressors, pumps, and parts of same have the same descriptive 
properties as refrigerators. He stated that his conclusion that the 
goods were of the same descriptive properties was emphasized by 
the allegation in the notice of opposition that the opposer had 
already entered into the field of refrigeration. 
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With respect to the third ground the opposer pleaded that in 
using the word “Chicago” on the goods specified in its registrations 
it had widely advertised the same, that the goods of the opposer 
and of the applicant are of the same descriptive properties, that it 
believes that the trade and the purchasing public would be confused 
by the concurrent use of both marks, and that such confusion would 
result in damage to the opposer. These contentions the First As- 
sistant Commissioner deemed to be amply sufficient for the pur- 
pose of alleging damage, stating that it is understood that a likeli- 
hood of confusion is sufficient showing of damage to support an 
opposition proceeding.’ 


No Trade-Mark Use 


Spencer, F. A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, the notation “Twindar” as a trade-mark 
for photographic lenses, because there is not shown to have been 
any trade-mark use of that mark on the goods specified. 

In his decision, after stating that a part of an article can be 
trade-marked if it is separately marked and that it appears that a 
trade-mark for the lens could be readily placed upon the lens mount, 
the First Assistant Commissioner said: 

The appearance upon the body of the Kodak of the words “Twindar 
Lens” does not amount to trade-mark use of the notation; on the contrary, 
the words are employed purely in their descriptive or explanatory sense 
to indicate to a prospective purchaser the fact that the Kodak is equipped 
with a lens of that particular name or trade-mark. When employed in this 


explanatory fashion, it fails to indicate the origin of manufacture and, 
therefore, fails to carry a trade-mark significance.* 


*Chicago Pneumatic Tool Co. v. Electrolux Servel Corp., Oppn. No. 
12,752, 159 M. D. 216, April 25, 1934. 


*Ex parte Eastman Kodak Company, Ser. No. 337,738, 159 M. D. 241, 
June 21, 1934. 
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UNITED STATES TRADE-MARK ASSOCIATION — 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world, Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 

















